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REJECTIONS OF ALL CLAIMS 

SIR: 

In response to the non final office action dated 5/23/2008 reopening prosecution after a 
decision on appeal reversing all prior rejections, the applicants appeals. Appeal after a second or 
subsequent office action rejecting claims is authorized by statute, case law, and rule. See 35 
USC 134(a); Ex parte Lemoine . 46 USPQ2d 1420 (PTOBPAI 1994)(precedential decision of an 
expanded panel); and 37 CFR 41.31(a)(1). 

The issuance of the office action was misguided; there is no basis for the rejections based 
upon Jovicic. Group director Coggins signed off on reopening prosecution. However, it is 
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inconceivable to the undersigned that Group director Coggins actually reviewed and approved 
the office action. The panel should note that her authorization to reopen prosecution appears on 
page 2 of the office action, before any rejections. The undersigned is separately sending a letter 
to the Director complaining of the procedural failures that were supposed to be imposed by 
requiring group director authorization to reopen prosecution after a BPAI reversal, resulting in 
allowing the office action appealed from be entered. 

Group director Wynn Coggins signature does appear below the assertion in item 2 in the 
office action that "Jovicic, Smolen, Perkowski" were newly discovered. However, that statement 
is also wrong. Jovicic, which is the primary reference relied upon in the rejections of the 
independent claims, was filed 12/16/2004 by the applicant in an IDS, as reference U-3. 
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I. 37 CFR 41.41(a) 

(a)(1) - The brief is filed within 2 months of the notice of appeal. 

(a) (2) - The brief is accompanied by the brief fee in addition to the notice of appeal and 
the notice of appeal fee. 

II. 37 CFR 41.41(b) 

(b) - The appeal does not stand dismissed because the requisite fees have been paid. 

III. 37 CFR 41.37(c) 

The brief contains the items noted in (c)(l)(i) to (c)(l)(x) "under appropriate headings and 
in the order indicated". See sections HI. 1 to III. 10 below. 

1. 37 CFR 41.37(c)(l)(i) - Real Party in Interest - A statement identifying byname 
the real party in interest 

The real party in interest is Catalina Marketing Catalina Marketing Corporation, a 
Delaware corporation. 

2. 37 CFR 41.37(c)(l)(ii) - Related Appeals and Interferences - A statement 
identifying by application, patent, appeal or interference number all other 
prior and pending appeals, interferences or judicial proceedings known to 
appellant, the appellant's legal representative, or assignee which may be 
related to, directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. Copies of any decisions rendered by 
a court or the Board in any proceeding identified under this paragraph must 
be included in an appendix as required by paragraph (c)(l)(x) of this section 
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A prior decision in this case having BPAI docket number 2004-1267 was mailed in this 
application on July 29, 2004. A copy of that decision is attachment 1 . 

A prior decision in this case having BPAI docket number 2004-1267 on request for 
rehearing was mailed September 30, 2004. A copy of that decision is attachment 2. 

A prior final decision in this case having BPAI docket number 2006-2100 was mailed 
1/3 1/2008. A copy of that decision is attachment 3. 

There was a prior appeal to the CAFC in this case, but it was remanded without decision 
since the BPAI decision appealed from was not final. 

The related 09/505,632 was the subject of a prior appeal to the BPAI having BPAI 
docket 2002-0329. A decision in BPAI docket 2002-032 was mailed October 27, 2003. A copy 
of that decision is attached as Attachment 4. 

An appeal is pending in related case attorney docket number CAT/34-SCRO-CCP; 
application number 09/505,632; docketed at the BPAI in a paper dated 7/29/2008 as docket No. 
2008-47 1 1 . No decision has been rendered on that appeal. 

3. 37 CFR 41.37(c)(l)(iii) - Status of Claims - A statement of the status of all the 
claims in the proceeding (e.g., rejected, allowed or confirmed, withdrawn, 
objected to, canceled) and an identification of those claims that are being 
appealed. 

Claims 50-89 are pending and rejected. The rejections of all of claims 50-89 are being 
appealed. 

4. 37 CFR 41.37(c)(l)(iv) - Status of Amendments Subsequent to Final 
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Rejection 

There is no amendment filed subsequent to a final rejection that is not entered. There is 
final rejection, the office action appealed from is a non final office action. 



5. 37 CFR 41.37(c)(l)(v) - Summary of Claimed Subject Matter. A concise 

explanation of the subject matter defined in each of the independent claims 
involved in the appeal, which shall refer to the specification by page and line 
number, and to the drawing, if any, by reference characters. For each 
independent claim involved in the appeal and for each dependent claim 
argued separately under the provisions of paragraph (c)(l)(vii) of this 
section, every means plus function and step plus function as permitted by 35 
U.S.C. 112, sixth paragraph, must be identified and the structure, material, 
or acts described in the specification as corresponding to each claimed 
function must be set forth with reference to the specification by page and line 
number, and to the drawing, if any, by reference characters. 

The claims are a concise explanation of the subject matter defined thereby. 

Independent claims 50, 60, and 70 are their concise explanation. Reference therein to 
support in the disclosure by page and line number of the specification and drawing and reference 
characters of the figures follows. 

INDEPENDENT CLAIMS 50, 60, 70, 80 

50. (Previously Presented) A system for distributing product incentives to 

consumers over a communication network (page 3 line 1-4, page 14 line 24), comprising: 

a cooperative network site (page 3 line 8; Fig. 1, SMO web server 14) configured to store 
at least one of (i) manufacturer incentives to purchase one of a product and a service offered by a 
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manufacturer (page 3 lines 22-23; Fig. 1 manufacture offers 16) and (ii) retailer incentives to 
purchase one of a product and a service offered by a retailer (page 3 lines 8-9; Fig. 1 retailer 
specials 18); 

at least one of a manufacturer network site (page 3 lines 13; Fig. 1 MFG WEB SITES 
10) and a retailer network site (page 3 lines 19-20; Fig. 1 RETAILER WEB SITES 12) coupled 
to said cooperative network site via said communication network; and 

a consumer computer ("consumer communication node", "personal computer", page 8 
lines 11; Fig. 1, PERSONAL PAGE 22) coupled to one of said manufacturer network site and 
retailer network site via said communication network (page 3 lines 20-21, 27-28), 

wherein said cooperative network site is configured to transmit at least one of said 
manufacturer incentives and retailer incentives to said consumer over said communication 
network, in response to a consumer request made over said communication network from one of 
said manufacturer network site and retailer network site (page 3 lines 9-14). 

60. (Previously Presented) A process for distributing product incentives to 

consumers over a communication network (page 3 line 1-4, page 14 line 24), comprising: 

storing at least one of (i) manufacturer incentives to purchase one of a product and a 
service offered by a manufacturer (page 3 lines 22-23; Fig. 1 manufacture offers 16) and (ii) 
retailer incentives to purchase one of a product and a service offered by a retailer (page 3 lines 8- 
9; Fig. 1 retailer specials 18) at a cooperative network site (page 3 line 8; Fig. 1, SMO web 
server 14); 

coupling at least one of a manufacturer network site (page 3 lines 13; Fig. 1 MFG WEB 
SITES 10) and a retailer network site (page 3 lines 19-20; Fig. 1 RETAILER WEB SITES 12) to 
said cooperative network site via said communication network; 

coupling a consumer computer ("consumer communication node", "personal computer", 
page 8 lines 11; Fig. 1, PERSONAL PAGE 22) to one of said manufacturer network site and 
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retailer network site via said communication network; and 

transmitting from said cooperative network site at least one of said manufacturer 
incentives and retailer incentives to said consumer over said communication network, in 
response to a consumer request made over said communication network from one of said 
manufacturer network site and retailer network site (page 3 lines 9-14). 

70. (Previously Presented) A system for distributing product incentives to 

consumers over a communication network (page 3 line 1-4, page 14 line 24), comprising: 

means for storing at least one of (i) manufacturer incentives to purchase one of a product 
and a service offered by a manufacturer (page 3 lines 22-23; Fig. 1 manufacture offers 16) and 
(ii) retailer incentives to purchase one of a product and a service offered by a retailer (page 3 
lines 8-9; Fig. 1 retailer specials 18) at a cooperative network site (page 3 line 8; Fig. 1, SMO 
web server 14); 

means for coupling (page 3 line 1-4, page 14 line 24) at least one of a manufacturer 
network site (page 3 lines 13; Fig. 1 MFG WEB SITES 10) and a retailer network site (page 3 
lines 19-20; Fig. 1 RETAILER WEB SITES 12) to said cooperative network site via said 
communication network; 

means for coupling (page 3 line 1-4, page 14 line 24) a consumer computer to one of said 
manufacturer network site and retailer network site via said communication network; and 

means for transmitting from said cooperative network site at least one of said 
manufacturer incentives and retailer incentives to said consumer over said communication 
network, in response to a consumer request made over said communication network from one of 
said manufacturer network site and retailer network site (page 3 lines 9-14). 

80. (Previously Presented) A computer program product comprising a 

computer storage medium having a computer program embedded in said computer storage 
medium for causing a computer to distribute product incentives to consumers over a 
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communication network (page 3 line 1-4, page 14 line 24), said computer program performing 
the steps of: 

storing at least one of (i) manufacturer incentives to purchase one of a product and a 
service offered by a manufacturer (page 3 lines 22-23; Fig. 1 manufacture offers 16) and (ii) 
retailer incentives to purchase one of a product and a service offered by a retailer (page 3 lines 
8-9; Fig. 1 retailer specials 18) at a cooperative network site (page 3 line 8; Fig. 1, SMO web 
server 14); 

coupling at least one of a manufacturer network site (page 3 lines 13; Fig. 1 MFG WEB 
SITES 10) and a retailer network site (page 3 lines 19-20; Fig. 1 RETAILER WEB SITES 12) to 
said cooperative network site via said communication network; 

coupling a consumer computer ("consumer communication node", "personal computer", 
page 8 lines 11; Fig. 1, PERSONAL PAGE 22) to one of said manufacturer network site and 
retailer network site via said communication network; and 

transmitting from said cooperative network site at least one of said manufacturer 
incentives and retailer incentives to said consumer over said communication network, in 
response to a consumer request made over said communication network from one of said 
manufacturer network site and retailer network site (page 3 lines 9-14). 

DEPENDENT CLAIMS 71-79 (MEANS RECITATIONS) 

71 . (Previously Presented) The system of claim 70, further comprising: 

means for storing at said cooperative network site at least one of said manufacturer 
incentives and retailer incentives in a data base coupled thereto, (page 8 lines 18-21; Figure 1 
items 16 and 18). 

72. (Previously Presented) The system of claim 70, further comprising: 

means for transmitting from said cooperative network site a geographically limited list of 
retailers honoring incentives from said manufacturer and corresponding incentive data to said 
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consumer via said manufacturer network site, in response to a query from said consumer made 
over said communication network from said manufacturer network site (page 3 lines 19-22, page 
9 lines 17-29); 

means for transmitting by said consumer incentive selection data selected from said 
incentive data to said cooperative network site via said manufacturer network site (page 3 lines 
23-26, page 9 line28 through page 10 line 3); and 

means for transmitting from said cooperative network site incentives corresponding to 
said selection data to said consumer via said manufacturer network site (page 3 liens 24-26, page 
9 line 28 through page 10 line 3). 

73. (Previously Presented) The system of claim 72, further comprising: 
means for transmitting from said cooperative network site said geographically limited list 

of retailers based on a postal code provided by said consumer to said cooperative network site via 
said manufacturer network site (page 9 lines 24-29). 

74. (Previously Presented) The system of claim 70, further comprising: 
means for transmitting from said cooperative network site incentive data for manufacturer 

offers available at said retailer to said consumer via said retailer network site, in response to a 
query from said consumer made over said communication network from said retailer network site 
(page 10 lines 4-12); 

means for transmitting by said consumer incentive selection data selected from said 
incentive data to said cooperative network site via said retailer network site (page 3 lines 23-24); 
and 

means for transmitting from said cooperative network site incentives corresponding to 
said selection data to said consumer via said retailer network site (page 3 lines 24-26, page 10 
lines 12-16). 

75. (Previously Presented) The system of claim 70, further comprising: 
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means for transmitting from said cooperative network site a consumer personal page 
including incentive data for manufacturer offers available at said retailer to said consumer via 
said retailer network site, in response to a query from said consumer made over said 
communication network from said retailer network site (page 1 1 line 28 through page 12 line 5); 

means for transmitting by said consumer incentive selection data selected from said 
incentive data to said cooperative network site via said retailer network site (page 3 lines 23-24); 
and 

means for transmitting from said cooperative network site incentives corresponding to 
said selection data to said consumer via said retailer network site (page 1 1 lines 8-27). 

76. (Previously Presented) The system of claim 70, further comprising: 
means for transmitting from said cooperative network site incentive data for manufacturer 

offers available at said retailer to said consumer via said retailer network site, in response to said 
consumer transmitting an identification code over said communication network from said retailer 
network site, and basing said incentive data on consumer specific data of said consumer 
associated with said identification code (page 12 lines 6-20); 

means for transmitting by said consumer incentive selection data selected from said 
incentive data to said cooperative network site via said retailer network site (page 3 lines 23-24); 
and 

means for transmitting from said cooperative network site incentives corresponding to 
said selection data to said consumer via said retailer network site (page 12 line 29 through page 
13 line 3). 

77. (Previously Presented) The system of claim 76, further comprising: 
means for basing said incentive data on said consumer specific data comprising a 

shopping history of said consumer (page 12 lines 15-20). 

78. (Previously Presented) The system of claim 76, further comprising: 
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means for basing said incentive data on said consumer specific data comprising 
demographic data of said consumer (page 13 lines 8-19; page 14 lines 7-16). 

79. (Previously Presented) The system of claim 76, further comprising: 

means for basing said incentive data on said consumer specific data comprising customer 
profile data of said consumer (page 14 lines 12-16). 

6. 37 CFR 41.37(c)(l)(vi) - A statement of the status of all the claims in the 
proceeding (e.g., rejected, allowed or confirmed, withdrawn, objected to, 
canceled) and an identification of those claims that are being appealed 

Whether the rejections of "Claims 50-51, 54-58, 60-61, 64-68, 70-71, 74-78, 80-81, 84-88 
are rejected under 35 U.S.C. 103(a) as being unpatentable over Jovicic et al, (US 5,855,007)." 
(office action page 3 lines 6-7) should be reversed. 

Whether all rejections of "Claims 52, 62, 72, 82, are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Jovicic et al, (US 5,855,007), and further in view of Perkowski (US 
6,064,979)." (office action page 22 lines 16-19) should be reversed. 

Whether all rejections of "Claims 53, 63, 73, 83, are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Jovicic et al, (US 5,855,007), and further in view of Perkowski (US 
6,064,979), and further in view of Smolen (US Patent 5,915,243)"( office action page 26 lines 
16-18) should be reversed. 

Whether all rejections of "Claims 59, 69, 79, 89, are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Jovicic et al, (US 5,855,007), and further in view of Smolen (US 
Patent 5,915,243)." (office action page 27 lines 10-12) should be reversed. 

7. 37 CFR 41.37(c)(l)(vi) Argument - The contentions of appellant with respect 
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to each ground of rejection presented for review in paragraph (c)(l)(vi) of 
this section, and the basis therefor, with citations of the statutes, regulations, 
authorities, and parts of the record relied on. Any arguments or authorities 
not included in the brief or a reply brief filed pursuant to § 41.41 will be 
refused consideration by the Board, unless good cause is shown. Each 
ground of rejection must be treated under a separate heading 

The issuance of the office action was misguided; there is no basis for the rejections based 
upon Jovicic. Group director Coggins signed off on reopening prosecution. However, it is 
inconceivable to the undersigned that Group director Coggins actually reviewed and approved 
the office action. The panel should note that her authorization to reopen prosecution appears on 
page 2 of the office action, before any rejections. The undersigned is separately sending a letter 
to the Director complaining of the procedural failures that were supposed to be imposed by 
requiring group director authorization to reopen prosecution after a BPAI reversal, resulting in 
allowing the office action appealed from be entered. 

Group director Wynn Coggins signature does appear below the assertion in item 2 in the 
office action that "Jovicic, Smolen, Perkowski" were newly discovered. However, that statement 
is also wrong. Jovicic, which is the primary reference relied upon in the rejections of the 
independent claims, was filed 12/16/2004 by the applicant in an IDS, as reference U-3. 

7.1 Whether the rejections of "Claims 50-51, 54-58, 60-61, 64-68, 70-71, 74-78, 
80-81, 84-88 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jovicic et al, (US 5,855,007)." (office action page 3 lines 6-7) should be 
reversed. 



15 



7.1.1. CLAIMS 50, 60, 70, AND 80 

Claim 60 is representative of claims 50, 60, 70, and 80. 

This application discloses, and we claim, communication from consumer, to retailer or 
manufacturer, and then, in response, communication of an incentive from cooperative network 
site to the consumer. In contrast, Jovicic discloses transmitting from the consumer to a coupon 
server, and then transmitting from the coupon server transmitting back to the consumer. In our 
claimed invention, three network sites are involved in responsive communication. In Jovicic, 
only two are involved in responsive communication . Note the " . in response to " in our claim 60. 

The examiner makes two fundamental errors. 

First, the examiner makes an error in fact and law by asserting that claim 60's "coupling a 
consumer computer to one of said manufacturer network site and retailer network site via said 
communication network" corresponds to Jovicic Fig. 1 element 102. Office action page 8 line 
15. 

Second, the examiner makes additional errors of fact and law by concluding that claim 
60's "transmitting from said cooperative network site at least one of said manufacturer incentives 
and retailer incentives to said consumer over said communication network, in response to a 
consumer request made over said communication network from one of said manufacturer 
network site and retailer network site" would have been obvious, even though admittedly not 
disclosed by Jovicic. 

7.1.2 JOVICIC 

Jovicic discloses a network including 

(1) user's computer 102, 

(2) a coupon server 124, and 
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(3) an internet coupon notification center (ICNC) 134. See, for example, abstract and 

Fig. 1. 

Jovicic discloses that the user via the user computer 102, which Jovicic also calls the 
network node (see for example column 3 lines 39-43), initiates an online session with the coupon 
server 124 (col. 4 lines 17-23; col. 4 lines 10-13). 

Jovicic discloses that, during that session, the user selects from coupon server 124 an 
electronic coupon (col. 4 lines 19-21; col. 3 lines 47-50). Jovicic discloses that, in response, the 
user computer 102 receives from coupon server 124 the selected coupon (column 3 lines 27-28). 

In some more detail, Jovicic discloses tha t coupon server 124 transmits to the user 
computer 102 coupon selections (col. 3 lines 47-50), generates coupon IDs (col. 4 lines 10-13) 
for the coupons, and transmits the requested coupons to the user's computer 102 (col. 4 lines 13- 
16). Jovicic also discloses that the coupon server 124 provides notifications of those coupons 
including their IDs to the ICNC 134 (column 3 lines 34-38). 

Jovicic discloses that the ICNC 134(1) stores notifications sent by the coupon server to 
the ICNC, of coupons transmitted by the coupon server to the user (Jovicic col. 4 lines 39-41), 
and (2) stores notifications sent to the ICNC, of coupons redeemed at stores (col. 4 lines 50-54). 
Jovicic (column 3 lines 34-38) discloses that the ICNC 134 compares notifications of coupon 
redemption (including coupon data) against the copies of coupons in its generation database 136 
to confirm validity of the coupon redemption data. 

Jovicic discloses that the ICNC provides to coupon server 124 data "regarding the 
discount value of the coupon, number of coupons available, and coupon specifications" for on 
particular category of coupons (column 6 lines 24-39). 

Jovicic (column 10 lines 50-54) discloses that an ICNC can either connect to Coupon 
Server 124 over a public network, or the ICNC can contained in Coupon Server 124. 

What Jovicic does not disclose is just as important. 
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Jovicic does not disclose that the user computer 102 communicates with the ICNC 134. 

Jovicic does not disclose that the ICNC responds to the user's communication with the 
coupon server by sending the user computer 102 a coupon. 

Jovicic does not disclose that the coupon server 124 responds to a user's communication 
with the ICNC to send the user a coupon. 

Jovicic does not disclose responsive communication involving three network nodes. 

Jovicic consistently defines coupling to mean a connection resulting in communication. 
See for example: 

Jovicic's claim 1, "a display coupled to a control processing unit for displaying "; " a user 
input device coupled to said central processing unit to permit a user to make an on-line 
selection "; "said Internet Coupon Server being coupled to the Internet Coupon Notification 
Center"; (noting the specification discloses that those two nodes communicate with one another) 

Jovicic's Brief Summary of the Invention section, "The invention thus comprises an 
electronic coupon communication system, comprising a network node for selecting, receiving 
and printing electronic coupons over a public computer network such as the Internet, the node 
including a display coupled to a control processing unit for displaying at least one electronic 
coupon"; "a user input device coupled to the central processing unit to permit a user to make an 
on-line selection of one of a plurality of electronic coupons collectively stored in the Internet 
Coupon Server's memory"; "the Internet Coupon Server being coupled to the Internet Coupon 
Notification Center, ...[and], an Internet Coupon Notification Center Gateway for enabling 
communication with the Internet Coupon Notification Center"; and 

Jovicic's Description of the Preferred Embodiment section, "In addition, the computer 
200 includes a central processing unit (CPU) 202 coupled to the I/O circuit 206 and a memory 
204"; "A display monitor 214 is shown coupled to the I/O circuit 206 and issued to display 
images generated by CPU 202 in accordance with the present invention."; "computer 200 
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preferably includes one or more input devices which are coupled to the I/O circuit 206 for 
receiving input from a user."; "The computer 200 preferably includes one or more output devices 
coupled to the I/O circuit 206 for presenting information to the user of the computer."; "As 
shown in FIG. 1, the Internet node 102 is coupled to an Internet Coupon Server 124 via Internet 
122."; and "In the preferred embodiment of the present invention, the redemption center's 
computing device is coupled with Internet Coupon Server's ICNC gateway 908 through 
communication network , such as electronic data interchange network, public computer network 
or wireless network". 

7. 1 .3 THIS APPLICATION - "manufacturer network site" and "retailer network 
site". 

Claim construction is based upon the words of the claims, the specification, and relevant 

extrinsic evidence. Cf. Brookhill-Wilk 1. LLC v. Intuitive Surgical. Inc. . F.3d , , 

USPQ2d , (Fed. Cir. 2003). 

This application discloses Internet Web sites run by a manufacturer or a retailer, such that 
the manufacturer web site discloses information related to products manufactured by the 
manufacturer and distributed to retailers and the retailer web site discloses information relating to 
the retailer and products the retailer sells to the public. See the background section of this 
application, paragraphs 3 and 4. That is what claims in this application mean by reciting 
"manufacturer network site" and "retailer network site". In addition, this application discloses 
the cooperative network site and the inventive features claimed relating to the use of the 
cooperative site, at least one of the manufacturer network site" and "retailer network site", in 
connection with communications with a user. In fact, this application also states, in the 
Summary of the Invention section, "viewing by the consumer" [published paragraph [0013], in 
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the Detailed Description section that the consumer using their Web Browser (published 
paragraph [0025]. 

Further, the abstract ties "site" to web site, stating "At a manufacturer site, the consumer 
can obtain a list of local retailers carrying the manufacturer offers and can then select from 
among the offers and receive complete details of the selected offers. At a retailer site, the 
consumer can obtain a list of manufacturer offers available at the retailer stores in the consumer's 
area, and can then select from among the available offers and receive their complete details." 
This is because site refers obviously to other than a physical store. The background section 
indicates that consumers obtain coupons from web sites, and the remainder or the specification 
discusses the consumer using viewing information and graphics, which generally requires a web 
browser program. 

Thus, the claimed "manufacturer network site" and "retailer network site"defme network 
sites that operate, at least, web server software. 

7.1.4 COMPARING JOVICIC TO CLAIM 60 

Claim 60 reads: 

60. (Previously Presented) A process for distributing product 

incentives to consumers over a communication network, comprising: 
storing at least one of (i) manufacturer incentives to purchase one of a product and a 

service offered by a manufacturer and (ii) retailer incentives to purchase one of a product and a 

service offered by a retailer at a cooperative network site; 

coupling at least one of a manufacturer network site and a retailer network site to said 

cooperative network site via said communication network; 
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coupling a consumer computer to one of said manufacturer network site and retailer 
network site via said communication network; and 

transmitting from said cooperative network site at least one of said manufacturer 
incentives and retailer incentives to said consumer over said communication network, in 
response to a consumer request made over said communication network from one of said 
manufacturer network site and retailer network site. 



Under § 103, the scope and content of the prior art are to be determined; 
differences between the prior art and the claims at issue are to be ascertained; and 
the level of ordinary skill in the pertinent art resolved. Against this background, 
the obviousness or nonobviousness of the subject matter is determined. [Graham 
v. John Deere Co. . 383 U.S. 1, 17-18, 148 USPQ 459, 466-67 (1966).] 
A holding of obviousness requires, at least, some rational underpinning explaining why 

one skilled in the art would have modified or combined to achieved the claimed subject matter, 

such as a teaching suggesting the modification or combination. KSR Int'l Co. v. Teleflex Inc. . 

127 S. Ct. 1727, 167 L. Ed. 2d 705, 2007 U.S. LEXIS 4745 (U.S., 2007). 

The Patent and Trademark Office has the burden of showing a prima facie case of 

obviousness. In re Bell . 991 F.2d 781, 783, 26 USPQ2d 1529, 1530 (Fed. Cir. 1993); In re Fine . 

837 F.2d 1071, 1074, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 

In this case, there is no prima facie case because the assertions of element correspondence 

is wrong, and there is rational underpinning explaining why one skilled in the art would have 

modified or combined to achieved the claimed subject matter. 



7. 1 .5 CLAIM 60's "coupling a consumer computer to one of said manufacturer 
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network site and retailer network site via said communication network" 

The examiner corresponds Jovicic's Fig. 1 user computer 102 to the claimed consumer 
computer. However the examiner fails to explain how Jovicic discloses the claimed coupling to 
a manufacturer or retailer network site, in " coupling a consumer computer to one of said 
manufacturer network site and retailer network site via said communication network." 

Jovicic Fig. 1 shows user computer 102 with 2 way arrows only connecting via Internet 
122 to Internet coupon server 124. This indicates that Fig. 1 discloses coupling user computer 
102 to Internet coupon server 124. Fig. 1 does not suggest coupling user computer 102 to any 
other element. 

Fig. 1 does not suggest communications between user computer 102 and redemption 
center 142. Moreover, Jovicic does not indicate that user computer 102 communicates with 
redemption center 142. Furthermore, Jovicic does not suggest that redemption center 142 is a 
retailer or wholesaler network site. 

In the claims, coupling means communicating or storing of information for 
communicating. That is what one skilled in that art would understand, and use of the term 
coupling, as evidenced by Jovicic, meant that. 

Jovicic does not mean, by coupling, that two computers are merely both able to access the 
Internet. Otherwise, statements in Jovicic like that at col. 50-52, specifying that the Internet 
coupon server is coupled to the Internet coupon notification center, and at col. 6 lines 4-5, would 
be meaningless. What Jovicic means by coupled is a communication channel such as storage of 
network identifications and corresponding code used for transmission of information. Thus, 
Jovicic discloses that the coupon server and the ICNC are coupled, and that those two network 
nodes communicate with one another, but Jovicic does not disclose that the user computer and 
the ICNC are coupled, and does not disclose (or suggest) that the user computer and the ICNC 



22 



communicate with one another. 

Internet protocol, by definition, is via packet with embedded destination address (URL), 
and is stateless, in the sense that there is no physical line or contiguous electrical line carrying 
voltage between computers transmitting packets. Thus, computers capable of accessing the 
Internet are all capable of communicating with one another, but coupled means more than that, in 
the sense meant by Jovicic, our specification, and our claims, to define actual communication 
with, or at a minimum storage of the data necessary to perform actual communication, such as IP 
address or domain name of the other network node. 

Furthermore, it is clear from the specification of this application and the other limitations 
of claim 60 that the claimed "coupling" requires communication. Otherwise, the claimed 
"coupling" steps would be redundant in view of the fact that claim 50/60 (see claim 50 which 
contains the structure limitation, claim 60 is the corresponding process) the preamble, of claims 
50/60 recite "a communication network". This is because a communication network in the 
computer arts means a system of two or more computers terminals, and communication devices 
enabling communication there between. Thus, the preamble of claim 50/60 means the network 
nodes (or steps using network nodes in claim 60) are already capable of communicating with one 
another. Thus, the claimed "coupling" must provide additional limitations, by basic cannons of 
claim construction that words in a claim are assumed to further limit, and otherwise, the claimed 
"coupling" steps or structure would be redundant. 

Finally, only coupling meaning communicating or storing of information necessary for 
communication (IP address, domain name, URL, or the like) makes sense in view of the 
specification of this application. See for example, the first four paragraphs of the Summary of 
the Invention section of our specification which refer to the consumer "connecting to, or simply 
viewing, a selected server site", in order to receive "a query from a consumer logged in to a 
network site of a manufacturer or retailer. 
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In summary, Jovicic does not disclose or suggest his user computer communicating with 
an ICNC. Thus, Jovicic does not disclose claim 60's " coupling a consumer computer" to an 
ICNC network site, which the examiner corresponds with a claim 60's retailer or manufacturer 
network site. 

Nothing in Jovicic or available to one skilled in the art at the time of this invention would 
suggest the claimed coupling. Accordingly, the rejection of claim 60 is improper and should be 
reversed. 

7.1.6 CLAIM 60's "transmitting from said cooperative network site at least one of 
said manufacturer incentives and retailer incentives to said consumer over 
said communication network, in response to a consumer request made over 
said communication network from one of said manufacturer network site 
and retailer network site" 

The examiner states (office action page 9 lines 5-18) the following: 

Jovicic et al does not specifically disclose that the consumer requests 
coupons from the retailer/manufacturer and then sending the coupons to the 
consumer from the cooperative network site, however does disclose that the 
consumer requests and receives the actual coupons from the cooperative network 
site, and also teaches that the retailer provides the coupon information to the 
cooperative network site since the coupon generation database specifies coupons 
that are made available in Col. 6, lines 34-41 and Col. II , lines 44-48. In addition, 
Jovicic teaches that the ICNC could be coupled with the Internet Coupon Server 
in Col. 10, lines 50-58. Therefore, the teachings of Jovicic would suggest that the 
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coupons may also be generated/sent to customer from the ICNC/internet Coupon 
Server combined unit. 

It would have been obvious to one of ordinary skill in the art at the time of 
the applicant's invention for the consumer's request to be from one of said 
manufacturer network site and retailer network site with the motivation of 
allowing the consumer the option of selecting either manufacture's coupons or 
retailer's coupons. 

In response, its is unclear what the examiner is asserting. 

The appellant agrees that "Jovicic et al does not specifically disclose that the consumer 
requests coupons from the retailer/manufacturer and then sending the coupons to the consumer 
from the cooperative network site." 

The appellant agrees that Jovicic "does disclose that the consumer requests and receives 
the actual coupons from the cooperative network site." 

The appellant does not agree with the assertion that Jovicic "teaches that the retailer 
provides the coupon information to the cooperative network." What Jovicic teaches is that an 
ICNC provides the coupon information to the cooperative network. 

The appellant strongly disagrees with the assertion that "Jovicic teaches that the ICNC 
could be coupled with the Internet Coupon Server in Col. 10, lines 50-58." That statement is 
factually wrong. In fact, Jovicic column 10 lines 50-58 state in relevant part that ICNC "could be 
contained in the Internet Coupon Server 124 itself." Thus, Jovicic column 10 lines 50-58 
discloses an alternate embodiment in which the ICNC is software residing in the same computer 
as the coupon server. In contrast, claim 60 recites separate network sites, including (1) at least 
one of a manufacturer network site and a retailer network site and (2) a cooperative network. 

The appellant agrees with the statement that "Therefore, the teachings of Jovicic would 
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suggest that the coupons may also be generated/sent to customer from the ICNC/internet Coupon 
Server combined unit." However, such a unit is a single network site, and therefore fails to 
correspond to claim 60's two separate network sites, one for the cooperate network site, and one 
for the retailer or manufacture network site. An embodiment with a single network site 
providing coupon serving and ICNC functions cannot correspond to claim 60's limitations. 

Finally, the appellant strongly disagrees with the assertion "It would have been obvious to 
one of ordinary skill in the art at the time of the applicant's invention for the consumer's request 
to be from one of said manufacturer network site and retailer network site with the motivation of 
allowing the consumer the option of selecting either manufacture's coupons or retailer's 
coupons". 

As discussed in detail above, but for this conclusion, there is no basis for the rejection of 
claim 60 in view of Jovicic. The reasons why this conclusion is error follow. 

First, this assertion is a mere conclusion, unsupported by evidence. Jovicic does not 
suggest that there desire to " allow[] the consumer the option of selecting either manufacture's 
coupons or retailer's coupons". 

Second, even assuming the motivation exists to " allow[] the consumer the option of 
selecting either manufacture's coupons or retailer's coupons", the only reasonable modification of 
Jovicic's system resulting from that motivation would be to configure Jovicic's coupon server to 
allow the users to select between coupons from manufacturer's and coupons from retailers. 
Therefore, the existence of the motivation would not result in claim 60. 

Third, even assuming arguendo that to " allow[] the consumer the option of selecting 
either manufacture's coupons or retailer's coupons", and also motivation to enable "the 
consumer's request to be from one of said manufacturer network site and retailer network site", 
which there is not, the only obvious approach would be for that retailer or manufacturer network 
site to send the coupon to the consumer. 
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Finally, even assuming arguendo that motivation existed to have the retailer or 
manufacturer sites communicate with the consumers, even with that, there is still no suggestion 
for the claimed "in response to" limitations. For example, assuming arguendo that Jovicic's 
ICNCs received coupon requests from consumers, and Jovicic;'s coupon server was to provide 
the resulting coupons, the only reasonable way to do that is the way Jovicic now discloses that its 
ICNCs provides coupon instructions to Jovicic's coupon server. Specifically, which in advance 
of the coupon requests. Jovicic's ICNCs provide the coupon server coupons (or instructions as to 
a number and type of coupon that the coupon server is allowed to send to consumers) 
periodically or aperiodically, not in response to a request from a consumer. Instead, and in 
contrast, claim 60 defines coupons "in response to". 

7. 1 .7 CLAIM 60's " one of said manufacturer network site and retailer network 
site" 

The examiner corresponds Jovicic's ICNC to the claimed manufacturer web site or to the 
claimed retailer web site. The examiner relies upon column 2 lines 65-67. Office action page 3 
lines 13-15. The examiner is wrong. 

All that column 2 lines 65-67 state is that Jovicic ICNC stores coupon data. In fact, 
Jovicic discloses that its ICNC is designed to communicate data to Jovicic's coupon server to 
provide coupon data specification (date range, number of coupons authorized, and details of 
coupon offer), not to serve web pages to a consumer computer so that a consumer can view and 
make sense of data. 

Jovicic's ICNC theoretically could be implemented to provide data in html format (which 
is the type of data a web browser can render into graphical images so a user can understand the 
data), but as any programmer would tell you, that would be an incredibly stupid thing to do. This 
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is because it would require the coupon serve to parse HTML code to determine data contained 
therein. HTML code is not designed for parsing to determine data contained therein. HTML 
code is "loose" - - certain tags to not require closing elements making it difficult to parse into 
discrete data elements, and the data fields, per se, are not tagged with data definitions, as in XML 
tagging. Thus, no one would consider Jovicic's ICNC to be a web server, and modification of 
Jovicic's ICNC would not have been obvious, and the examiner has made such an assertion. 

When read in light of our specification, which requires the claimed "retailer network site" 
and the claimed "manufacturer network site" to include at least function of web server software 
capable of responding to web browsing requests from computers operated by consumers. See 
section "7.1.3 THIS APPLICATION" herein above. Therefore, the claimed "manufacturer 
network site" and the claimed "retailer network site" cannot read upon Jovicic's ICNC. The 
examiner relies upon nothing besides Jovicic's ICNC to correspond to the claimed "retailer 
network site" and the claimed "manufacturer network site". The examiner makes no argument 
that these claimed elements would have otherwise been obvious. 

For the reasons presented in the foregoing sub sections, Jovicic does not suggest claim 
60. Claims 50, 60, 70, and 80 define corresponding limitations. Therefore, Jovicic does not 
disclose or suggest independent claims 50, 60, 70, and 80 or any of the dependent claims, for at 
least the reasons noted above for claim 60. 

Issuance of the office action was mis guided. 

7. 1 .8 The Rejections of Claims 54, 64, 74, 84 Should Be Reversed 54-58, 64-68, 
74-78, and 84-88 

Claim 64 is representative. It reads: 

64. (Previously Presented) The process of claim 60, further 
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comprising: 

transmitting from said cooperative network site incentive data for 
manufacturer offers available at said retailer to said consumer via said retailer 
network site, in response to a query from said consumer made over said 
communication network from said retailer network site; 

transmitting by said consumer incentive selection data selected from said 
incentive data to said cooperative network site via said retailer network site; and 

transmitting from said cooperative network site incentives corresponding 
to said selection data to said consumer via said retailer network site. 

The examiner asserts that Jovicic discloses all of claim 64's limitations. The examiner is 

wrong. 

7.1.9 Claim 64's " transmitting from said cooperative network site incentive data 
for manufacturer offers available at said retailer to said consumer via said 
retailer network site, in response to a query from said consumer made over 
said communication network from said retailer network site" 

The examiner asserts that Jovicic discloses the claimed "transmitting from said 
cooperative network site incentive data for manufacturer offers available at said retailer to said 
consumer via said retailer network site, in response to a query from said consumer made over 
said communication network from said retailer network site;". The examiner relies upon Jovicic 
column 10 line 46 to column 1 1 line 3, column 1 1 lines 8-12. Office action page 5 lines 3-10; 
page 9 line last line to page 10 line 1 1 . The examiner is wrong. 

Jovicic column 10 line 46 to column 1 1 line 3 disclose only that the "operational 
sequence" of the ICNC 134 and database fields. More specifically, that the ICNC maybe a 
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separate network site, or maybe contained in, Internet Coupon Server 124; and that ICNC stores 
a coupon redemption database 1 38, a coupon generation database 136,, a general message 
database 140, and that the ICNC performs functions of processing coupon redemption messages 
received from coupon server 124 including storing the coupon serial number and redemption 
center identification number. This passage does not disclose responding to a consumer query to 
the retailer site by transmitting a geographically limited list from a cooperative network site, as 
claimed. 

Jovicic column 1 1 lines 8-12 disclose only that the ICNC 134 responds to receipt of a 
coupon generation message transmitted from the coupon server 124 by storing the message, 
including the coupon identification number and the user's identification number, in the coupon 
generation database 136. This passage does not disclose responding to a consumer query to the 
retailer site by transmitting a geographically limited list from a cooperative network site, as 
claimed. 

There are no other passages from Jovicic upon which the examiner relies to assert that 
Jovicic discloses or suggests claim 64's transmitting from said cooperative network site incentive 
data for manufacturer offers available at said retailer to said consumer via said retailer network 
site, in response to a query from said consumer made over said communication network from 
said retailer network site;". The examiner makes no argument that this limitation would have 
been obvious in view of Jovicic. Accordingly, the rejection of claim 64 is improper for this 
additional reason and should be reversed. 

Claims 54, 64, 74, and 84 have analogous limitations. Therefore, the rejections of claims 
54, 64, 74, and 84 should be reversed for the additional reasons in this subsection. 

7.1.10 Claim 64's "transmitting by said consumer incentive selection data selected 
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from said incentive data to said cooperative network site via said retailer 
network site" 

The examiner asserts that Jovicic column 3 lines 47-50 and Fig. 1 element 122 disclose 
Claim 64's "transmitting by said consumer incentive selection data selected from said incentive 
data to said cooperative network site via said retailer network site". Office action page 5 lines 
13-17; page 10 lines 12-15. Jovicic column 3 lines 47-50 discloses a "a user input device 
coupled to the central processing unit to permit a user to make an on-line selection of one of a 
plurality of electronic coupons collectively stored in the Internet Coupon Server's memory." 
Jovicic identifies Fig. 1 element 122 as the Internet. Jovicic column 5 line 28. Fig. 1 shows the 
user computer 122 communicating via the Internet 122 with the Internet coupon server 124. 

Just to clarify, the examiner's association, that the examiner is again corresponding the 
claimed "cooperative network site" with Jovicic's Internet Coupon Server 124, not with Jovicic's 
ICNC. Jovicic does not for example disclose the ICNC forwarding the user's incentive selection 
data to the coupon server 124. Vice versa! 

There is nothing in column 3 lines 47-50 or Fig. 1 disclosing the user "transmitting by 
said consumer incentive selection data selected from said incentive data to said cooperative 
network site via said retailer network site", as claimed. The examiner makes no argument that 
this limitation would have been obvious in view of Jovicic. Accordingly, the rejection of claim 
64 is improper and should be reversed. 

Claims 54, 64, 74, and 84 have analogous limitations. Therefore, the rejections of claims 
54, 64, 74, and 84 should be reversed for the additional reasons in this subsection. 

7.1.11 Claim 64's "transmitting from said cooperative network site incentives 
corresponding to said selection data to said consumer via said retailer 
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network site" 

The examiner asserts that Jovicic column 1 1 lines 8-12 discloses claim 64's "transmitting 
from said cooperative network site incentives corresponding to said selection data to said 
consumer via said retailer network site". Office action page 5 lines 18-21; page 10 lines 17-21. 

Jovicic column 1 1 lines 8-12 disclose only that the ICNC 134 responds to receipt of a 
coupon generation message transmitted from the coupon server 124 by storing the message, 
including the coupon identification number and the user's identification number, in the coupon 
generation database 136. This passage does not disclose responding to a consumer query to the 
retailer site by transmitting a geographically limited list from a cooperative network site, as 
claimed. 

There are no other passages from Jovicic upon which the examiner relies to assert that 
Jovicic discloses or suggests claim 64's "transmitting from said cooperative network site 
incentives corresponding to said selection data to said consumer via said retailer network site". 
The examiner makes no argument that this limitation would have been obvious in view of 
Jovicic. Accordingly, the rejection of claim 64 is improper and should be reversed. 

Claims 54, 64, 74, and 84 have analogous limitations. Therefore, the rejections of claims 
54, 64, 74, and 84 should be reversed for the additional reasons in this subsection. 

7.1.12 The Rejections of Claims 55, 65, 75, and 85 Should Be Reversed 

Claim 65 is representative. It reads: 

65. (Previously Presented) The process of claim 60, further 

comprising: 
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transmitting from said cooperative network site a consumer personal page 
including incentive data for manufacturer offers available at said retailer to said 
consumer via said retailer network site, in response to a query from said consumer 
made over said communication network from said retailer network site; 

transmitting by said consumer incentive selection data selected from said 
incentive data to said cooperative network site via said retailer network site; and 

transmitting from said cooperative network site incentives corresponding 
to said selection data to said consumer via said retailer network site. 

The specification (as published) of this application contains the following description 
the claimed "consumer personal page": 

[0020] FIG. 6 is a block diagram showing a menu structure presented to a 
consumer using a personal page feature; and [Specification page 7 lines 9-10.] 

[0026] If the consumer logs in to a retailer site 12, a similar dialog takes place, but 
may also use the concept of a "personal page" for the consumer. The personal 
page, indicated diagrammatically at 22, is a consumer-specific profile that the 
consumer may optionally provide at the SMO server site 14, either by logging in 
directly to the SMO server or by logging in indirectly through a retailer site 12. In 
the personal page, the consumer list various shopping preferences, which permit 
the SMO server 14 to provide manufacturer offers that are more specific to those 
preferences. In the illustrative dialog shown in FIG. 1, the consumer first logs in 
to his or her personal page through the retailer site 12 and requests manufacturer 
offers. The SMO server 14 delivers a list of targeted or non-targeted manufacturer 
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offers to the consumer, through the retailer site 12. The consumer selects from 
among the manufacturer offers, and the SMO servers delivers details of the 
selected offers to the consumer through the retailer server site. A performance 
recap pertaining to the activity with respect to retailer specials, is periodically 
transmitted to appropriate manufacturers, as indicated at 24. [Specification page 7 
lines 9-10.] 

[0031] When a consumer agrees to the establishment of a personal page, he or she 
may access the page after logging in to a retailer site 12 or the cooperative site 14, 
using an appropriate password or other security feature, and will then encounter a 
menu structure similar to the one shown in FIG. 6. First an introductory page 100 
is presented and the consumer will be offered multiple further choices on a 
displayed "tool bar," as indicated on the upper row of blocks in FIG. 6. Each tool 
bar button takes the consumer to a succession of functions, as indicated by the 
columns of blocks in the figure. The tool bar options include selecting from 
among product offers 102, selecting retailer specials 104, making a personal list of 
products 106, proceeding to "final checkout" 108, selecting one or more available 
recipes 110, and selecting product information 1 12. [Specification page 9 lines 3- 
16.] 

[0033] As it pertains to the present invention, the personal page feature, presents 
the consumer with manufacturer offers and retailer specials that are personalized 
as a result of the consumer's having used the personal page to better define his or 
her shopping preferences. The lists of manufacturer offers and retailer specials 
may also be personalized as a result of the consumer's prior shopping activity. As 
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a result, the personal page allows the presentation of product offers and retailer 
specials to be focused on individual consumers, based on their shopping 
preferences expressed in the personal page or by prior shopping activity. 
[Specification page 7 lines 9-10.] 

[0036] The cooperative networking aspect of the invention is enhanced by use of 
the personal page feature made available to consumers who log in to the 
cooperative site 14 or to a retailer site 10. The personal page, which is a feature 
that is invoked only at the option of the consumer, provides a mechanism for the 
SMO server 14 to generate more focused or personalized manufacturer offers. 
Once a consumer consents to the establishment of a personal page by supplying 
requested personal, demographic or other information, the SMO server 14 
maintains a database for the specific consumer, including the consumer's personal 
preferences for products, as expressed by the consumer when requested, or as 
indicated by the consumer's prior shopping activity. In accordance with this aspect 
of the present invention, a consumer who has logged in to the system is asked to 
supply a consumer id. or code used for in-store purchases. The consumer id. may 
be a check-cashing card number, or other form of identification that allows the 
system to access the consumer's purchasing history, and then select one or more 
manufacturer's offers based on some aspect of the consumer's prior shopping 
history. The selected offer or offers are transmitted to the consumer in response to 
a request for a list of manufacturer offers available at a particular retailer. 
[Specification page 13 lines 4-19.] 

Most relevant to the rejection is the definition "As it pertains to the present invention, the 
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personal page feature, presents the consumer with manufacturer offers and retailer specials that 
are personalized as a result of the consumer's having used the personal page to better define his 
or her shopping preferences. " 

7.1.13 Claim 65's "transmitting from said cooperative network site a consumer 

personal page including incentive data for manufacturer offers available at 
said retailer to said consumer via said retailer network site, in response to a 
query from said consumer made over said communication network from said 
retailer network site;" 

The examiner asserts that Jovicic column 3 lines 49-59 and column 4 lines 26-28 disclose 
claim 64s "transmitting from said cooperative network site a consumer personal page including 
incentive data for manufacturer offers available at said retailer to said consumer via said retailer 
network site, in response to a query from said consumer made over said communication network 
from said retailer network site;". Office action page 5 last line to page 6 line 8; page 10 last line 
to page 1 1 line 8. The examiner is wrong. 

Jovicic column 3 lines 49-59 merely discloses the existence of a user input device, online 
selection of coupons, coupon server memory storing coupons, a Gateway, and an ICNC. 

Jovicic column 4 lines 26-28 merely discloses transmitting a coupon to a user's computer. 

Nothing in Jovicic discloses transmitting a personal page, much less transmitting such a 
page in the context of the process defined by claim 62's "transmitting from said cooperative 
network site a consumer personal page including incentive data for manufacturer offers available 
at said retailer to said consumer via said retailer network site, in response to a query from said 
consumer made over said communication network from said retailer network site;". 

The examiner makes no argument that this limitation would have been obvious in view of 
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Jovicic. Claims 55, 65, 75, and 85 recite analogous limitations. Therefore, the argument in this 
subsection apply to claims 55, 65, 75, and 85. Accordingly, the rejections of claims 55, 65, 75, 
and 85 is improper for this additional reason and should be reversed. 

7.1.14 Claim 65's "transmitting by said consumer incentive selection data selected 
from said incentive data to said cooperative network site via said retailer 
network site" 

The examiner assert that Jovicic column 3 lines 47-50 and Fig. 1 element 122 disclose 
claim 65's "transmitting by said consumer incentive selection data selected from said incentive 
data to said cooperative network site via said retailer network site". Office action page 6 lines 9- 
13; page 11 lines 10-14. The examiner is wrong. Jovicic column 3 lines 47-50 discloses a "a 
user input device coupled to the central processing unit to permit a user to make an on-line 
selection of one of a plurality of electronic coupons collectively stored in the Internet Coupon 
Server's memory." Jovicic identifies Fig. 1 element 122 as the Internet. Jovicic column 5 line 
28. Fig. 1 shows the user computer 122 communicating via the Internet 122 with the Internet 
coupon server 124. 

Just to clarify the examiner's association, that the examiner is again corresponding the 
claimed "cooperative network site" with Jovicic's Internet Coupon Server 124, not with Jovicic's 
ICNC. Jovicic does not for example disclose the ICNC forwarding the user's incentive selection 
data to the coupon server 124. Vice versa! 

There is nothing in column 3 lines 47-50 or Fig. 1 disclosing the user "transmitting by 
said consumer incentive selection data selected from said incentive data to said cooperative 
network site via said retailer network site," as claimed. The examiner makes no argument that 
this limitation would have been obvious in view of Jovicic. 
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Claims 55, 65, 75, and 85 recite analogous limitations. Therefore, the argument in this 
subsection apply to claims 55, 65, 75, and 85. Accordingly, the rejections of claims 55, 65, 75, 
and 85 is improper for this additional reason and should be reversed. 

7.1.15 Claim 65's "transmitting from said cooperative network site incentives 
corresponding to said selection data to said consumer via said retailer 
network site" 

The examiner assert that Jovicic column 1 1 lines 8-12 disclose claim 65's "transmitting 
from said cooperative network site incentives corresponding to said selection data to said 
consumer via said retailer network site". Office action page 6 lines 15-18; page 1 1 lines 14-18. 
The examiner is wrong. 

Jovicic column 1 1 lines 8-12 disclose only that the ICNC 134 responds to receipt of a 
coupon generation message transmitted from the coupon server 124 by storing the message, 
including the coupon identification number and the user's identification number, in the coupon 
generation database 136. This passage does not disclose responding to a consumer query to the 
retailer site by transmitting from the cooperative network site via said retailer site corresponding 
incentives. 

There are no other passages from Jovicic upon which the examiner relies to assert that 
Jovicic discloses or suggests claim 65's "transmitting from said cooperative network site 
incentives corresponding to said selection data to said consumer via said retailer network site". 
The examiner makes no argument that this limitation would have been obvious in view of 
Jovicic. Claims 55, 65, 75, and 85 recite analogous limitations. Therefore, the argument in 

this subsection apply to claims 55, 65, 75, and 85. Accordingly, the rejections of claims 55, 65, 
75, and 85 is improper for this additional reason and should be reversed. 
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7.1.16 The Rejections of Claims 56, 66, 76, and 86 Should Be Reversed 

Claim 66 reads as follows. 

66. (Previously Presented) The process of claim 60, further 

comprising: 

transmitting from said cooperative network site incentive data for 
manufacturer offers available at said retailer to said consumer via said retailer 
network site, in response to said consumer transmitting an identification code over 
said communication network from said retailer network site, and basing said 
incentive data on consumer specific data of said consumer associated with said 
identification code; 

transmitting by said consumer incentive selection data selected from said 
incentive data to said cooperative network site via said retailer network site; and 

transmitting from said cooperative network site incentives corresponding 
to said selection data to said consumer via said retailer network site. 



7.1.17 Claim 66's "transmitting from said cooperative network site incentive data 
for manufacturer offers available at said retailer to said consumer via said 
retailer network site, in response to said consumer transmitting an 
identification code over said communication network from said retailer 
network site, and basing said incentive data on consumer specific data of said 
consumer associated with said identification code;" 

The examiner asserts claim 66's "transmitting from said cooperative network site 
incentive data for manufacturer offers available at said retailer to said consumer via said retailer 
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network site, in response to said consumer transmitting an identification code over said 
communication network from said retailer network site, and basing said incentive data on 
consumer specific data of said consumer associated with said identification code;" is disclosed by 
Jovicic. The examiner relies upon Jovicic column 4 lines 30-47. Office action page 6 line 20 to 
page 7 line 5; page 1 1 line 20 to page 12 line 5. The examiner is wrong. 

Jovicic column 4 lines 30 to 47 disclose the method of Jovicic's invention, including the 
user selecting a coupon during an online session with the coupon server, the coupon server 
sending the coupon to the user, during the sessions, and arranging a coupon database update in 
response to the transmission of the coupon from the coupon server to the user; storing the user's 
identification number and the coupon serial number. This passage is vague on particulars since it 
is only a summary sections. Jovicic's detailed description (at Jovicic column 10 line 46 to 
column 1 1 line 3 , discussed herein below) clarifies that the coupon server sends the user's 
identification number and the coupon serial number to the ICNC for logging. This passage of 
Jovicic does not disclose "transmitting from said coupon server incentive data for manufacturer 
offers available at a retailer to a consumer via an ICNC (for a retailers product), in response to 
the consumer transmitting an identification code over said communication network from said 
ICNC, and basing said incentive data on consumer specific data of said consumer associated with 
said identification code;" In fact, Jovicic does not disclose consumer selections passing from the 
coupon server passing through an ICNC; or a coupon server basing incentive data on consumer 
specific data. Thus, Jovicic does not disclose the claimed "transmitting from said cooperative 
network site incentive data for manufacturer offers available at said retailer to said consumer via 
said retailer network site, in response to said consumer transmitting an identification code over 
said communication network from said retailer network site, and basing said incentive data on 
consumer specific data of said consumer associated with said identification code;". 

There are no other passages from Jovicic upon which the examiner relies to assert that 
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Jovicic discloses or suggests claim 66's "transmitting from said coupon server incentive data for 
manufacturer offers available at a retailer to a consumer via an ICNC (for a retailers product), in 
response to the consumer transmitting an identification code over said communication network 
from said ICNC, and basing said incentive data on consumer specific data of said consumer 
associated with said identification code;". The examiner makes no argument that this limitation 
would have been obvious in view of Jovicic. 

Claims 56, 66, 76, and 86 recite analogous limitations. Therefore, the argument in this 
subsection apply to claims 56, 66, 76, and 86. Accordingly, the rejections of claims 56, 66, 76, 
and 86 are improper for this additional reason and should be reversed. 

7.1.18 Claim 66's "transmitting by said consumer incentive selection data 
selected from said incentive data to said cooperative network site via 
said retailer network site" 

The examiner asserts that Claim 66's "transmitting by said consumer incentive selection 
data selected from said incentive data to said cooperative network site via said retailer network 
site" is disclosed by Jovicic. The examiner relies upon Jovicic column 3 lines 47-50, Fig. 1 
element 122. Office action page 6 lines 10-14; page 12 lines 6-10; page 21 lines 11-16. The 
examiner is wrong. 

Jovicic column 3 lines 47-50 discloses a "a user input device coupled to the central 
processing unit to permit a user to make an on-line selection of one of a plurality of electronic 
coupons collectively stored in the Internet Coupon Server's memory." Jovicic identifies Fig. 1 
element 122 as the Internet. Jovicic column 5 line 28. Fig. 1 shows the user computer 122 
communicating via the Internet 122 with the Internet coupon server 124. 

Just to clarify, the examiner's association, that the examiner is again corresponding the 
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claimed "cooperative network site" with Jovicic's Internet Coupon Server 124, not with Jovicic's 
ICNC. Jovicic does not for example disclose the ICNC forwarding the user's incentive selection 
data to the coupon server 124. Vice versa! 

There is nothing in column 3 lines 47-50 or Fig. 1 disclosing the user "transmitting by 
said consumer incentive selection data selected from said incentive data to said cooperative 
network site via said retailer network site," as claimed. The examiner makes no argument that 
this limitation would have been obvious in view of Jovicic. Accordingly, the rejection of claim 
66 is improper and should be reversed. 

There are no other passages from Jovicic upon which the examiner relies to assert that 
Jovicic discloses or suggests claim 66's "transmitting by said consumer incentive selection data 
selected from said incentive data to said cooperative network site via said retailer network site". 
The examiner makes no argument that this limitation would have been obvious in view of 
Jovicic. 

Claims 56, 66, 76, and 86 recite analogous limitations. Therefore, the argument in this 
subsection apply to claims 56, 66, 76, and 86. Accordingly, the rejections of claims 56, 66, 76, 
and 86 are improper for this additional reason and should be reversed. 

7.1.19 Claim 66's "transmitting from said cooperative network site 

incentives corresponding to said selection data to said consumer via 
said retailer network site." 

The examiner asserts that Claim 66's "transmitting from said cooperative network site 
incentives corresponding to said selection data to said consumer via said retailer network site." is 
disclosed by Jovicic. The examiner relies upon Jovicic column 1 1 lines 8-12. Office action page 
7 lines 1 1-15; page 12 lines 1 1-15. The examiner is wrong. 
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Jovicic column 1 1 lines 8-12 disclose only that the ICNC 134 responds to receipt of a 
coupon generation message transmitted from the coupon server 124 by storing the message, 
including the coupon identification number and the user's identification number, in the coupon 
generation database 136. This passage does not disclose responding to consumer selections at 
the retailer site by transmitting "from said cooperative network site incentives ... via said retailer 
network site" incentives to the consumer. 

There are no other passages from Jovicic upon which the examiner relies to assert that 
Jovicic discloses or suggests claim 66's ""transmitting from said cooperative network site 
incentives corresponding to said selection data to said consumer via said retailer network site." 
The examiner makes no argument that this limitation would have been obvious in view of 
Jovicic. Claims 56, 66, 76, and 86 recite analogous limitations. Therefore, the argument in 

this subsection apply to claims 56, 66, 76, and 86. Accordingly, the rejections of claims 56, 66, 
76, and 86 are improper for this additional reason and should be reversed. 

7.1.20 The Rejections of Claims 57, 67, 77, and 87 Should Be Reversed 

Claim 67 reads as follows. 

67. (Previously Presented) The process of claim 66, further comprising: 

basing said incentive data on said consumer specific data comprising a shopping history 
of said consumer. 

The examiner asserts that Jovicic discloses claim 67's "basing said incentive data on said 
consumer specific data comprising a shopping history of said consumer.". The examiner relies 
upon Jovicic column 9 lines 10-37. Office action page 7 lines 17-20; page 16-19. The examiner 
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is wrong. 

Jovicic column 9 lines 10-37 merely disclose logging and of redeemed coupons. The 
examiner makes no argument that this limitation would have been obvious in view of Jovicic. 

Claims 57, 67, 77, and 87 recite analogous limitations. Therefore, the argument in this 
subsection apply to claims 57, 67, 77, and 87. Accordingly, the rejections of claims 57, 67, 77, 
and 87 are improper for this additional reason and should be reversed. 

7.1.21 The Rejections of Claims 58, 68, 78, and 88 Should Be Reversed 

Claim 68 read as follows. 

68. (Previously Presented) The process of claim 66, further comprising: 

basing said incentive data on said consumer specific data comprising 
demographic data of said consumer. 

The examiner asserts that Jovicic discloses claim 68's "basing said incentive data on said 
consumer specific data comprising demographic data of said consumer." The examiner relies 
upon Jovicic column 9 lines 1 0-37. The examiner is wrong. 

Jovicic column 9 lines 10-37 merely disclose logging and of redeemed coupons. The 
examiner makes no argument that this limitation would have been obvious in view of Jovicic. 

Claims 58, 68, 78, and 88 recite analogous limitations. Therefore, the argument in this 
subsection apply to claims 58, 68, 78, and 88. Accordingly, the rejections of claims 58, 68, 78, 
and 88 are improper for this additional reason and should be reversed. 

Note for the record that Jovicic does disclose storing demographic information (column 
10 lines 12-17) for the purpose of demographic research (column 1 1 lines 41-44). 
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7.2 Whether all rejections of "Claims 52, 62, 72, 82, are rejected under 35 U.S.C. 
103(a) as being unpatentable over Jovicic et al, (US 5,855,007), and further in 
view of Perkowski (US6,064,979)." (office action page 22 lines 16-19) should 
be reversed. 

Item 5 in the office action rejects claims 52, 62, 72, and 82 under 35 USC 103 as obvious 
based upon Jovicic 5,855,007 and Perkowski, 6,064,979. 

Claims 52, 62, 72, and 82 depend from claims 50, 60, 70, and 80. The rejection of claims 
50, 60, 70, and 80 was improper. Therefore, these rejections are also improper. 

In item 5, the examiner relies upon Perkowski only to suggest a list of retailers. The 
examiner relies upon Perkowski column 13 lines 32-37 and column 18 lines 15-3 l's disclosure 
relating to providing URLs of associated with products. Office action page 26 lines 5-11. 
Perkowski is not applied to cure the deficiencies in the examiner's correspondence of Jovicic to 
claim 62's limitations, noted herein below. 

Claim 62 is representative. It reads: 

62. (Previously Presented) The process of claim 60, 
further comprising: 

transmitting from said cooperative network site a geographically limited 
list of retailers honoing incentives from said manufacturer and corresponding 
incentive data to said consumer via said manufacturer network site, in response to 
a query from said consumer made over said communication network from said 
manufacturer network site; 

transmitting by said consumer incentive selection data selected from said 
incentive data to said cooperative network site via said manufacturer network site; 
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and 

transmitting from said cooperative network site incentives corresponding 
to said selection data to said consumer via said manufacturer network site. 

7.2.1 Query information flow, and response 

Claim 62 further defines: "transmitting from said cooperative network site a 
geographically limited list of retailers honoring incentives from said manufacturer and 
corresponding incentive data to said consumer via said manufacturer network site, in response to 
a query from said consumer made over said communication network from said manufacturer 
network site;" transmitting by said consumer incentive selection data selected from said incentive 
data to said cooperative network site via said manufacturer network site; and transmitting from 
said cooperative network site incentives corresponding to said selection data to said consumer 
via said manufacturer network site." This clarifies that there is a query from said consumer made 
over said communication network from said manufacturer network site " and a "response to [the] 
query" by the "cooperative network site." Jovicic does not disclose or suggest a query from the 
consumer forwarded by the manufacturer site (or to an ICNC). Thus, even if the panel is not 
convinced that coupling means communicating, claim 62 defines a specific query communication 
path, consumer, manufacturer, cooperative network site, and a response thereby from the 
cooperative network site, not discloses or suggested by Jovicic. For this additional reason, the 
rejections of claims 52, 62, 72, and 82 are improper and should be reversed. 

7.2.2 Further Erroneous Correspondence to Jovicic 

Moreover, the examiner's analysis corresponding Jovicic to limitations of claim 62 is also 

flawed. 
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7.2.3 Claim 62's "transmitting from said cooperative network site a geographically 
limited list of retailers honoring incentives from said manufacturer and 
corresponding incentive data to said consumer via said manufacturer 
network site, in response to a query from said consumer made over said 
communication network from said manufacturer network site." 
The examiner alleges that Jovicic discloses claim 62's "transmitting from said cooperative 
network site a geographically limited list of retailers honoring incentives from said manufacturer 
and corresponding incentive data to said consumer via said manufacturer network site, in 
response to a query from said consumer made over said communication network from said 
manufacturer network site." Office action page 22 line 19 to page 23 line 10; and office action 
page 24 line 15 to page 25 line 8. In support, the examiner cites Jovicic: 
column 9 lines 65 to column 10 line 17; 
column 10 line 46 to column 1 1 line 3; and 
column 11 lines 8-12. 

These passages do not support the examiner's assertions. 

Jovicic column 9 lines 65 to column 10 line 17 disclose only that Internet Coupon Server 
124 requires a user log in process, and Internet Coupon Server 124 stores location information 
provided by the user when the user initiates a log in account. This passage does not disclose 
responding to a consumer query to the manufacturer site by transmitting a geographically limited 
list from a cooperative network site, as claimed. 

Jovicic column 10 line 46 to column 1 1 line 3 disclose only that the "operational 
sequence" of the ICNC 134 and database fields. More specifically, that the ICNC maybe a 
separate network site, or maybe contained in, Internet Coupon Server 124; and that ICNC stores 
a coupon redemption database 138, a coupon generation database 136,, a general message 
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database 140, and that the ICNC performs functions of processing coupon redemption messages 
received from coupon server 124 including storing the coupon serial number and redemption 
center identification number. This passage does not disclose responding to a consumer query to 
the manufacturer site by transmitting a geographically limited list from a cooperative network 
site, as claimed. 

Jovicic column 1 1 lines 8-12 disclose only that the ICNC 134 responds to receipt of a 
coupon generation message transmitted from the coupon server 124 by storing the message, 
including the coupon identification number and the user's identification number, in the coupon 
generation database 136. This passage does not disclose responding to a consumer query to the 
manufacturer site by transmitting a geographically limited list from a cooperative network site, as 
claimed. 

There are no other passages from Jovicic upon which the examiner relies to assert that 
Jovicic discloses or suggests claim 62's "transmitting from said cooperative network site a 
geographically limited list of retailers honoring incentives from said manufacturer and 
corresponding incentive data to said consumer via said manufacturer network site, in response to 
a query from said consumer made over said communication network from said manufacturer 
network site;". The examiner does not rely upon Perkowski to disclose this limitation. The 
examiner makes no argument that this limitation would have been obvious in view of Jovicic 
and/or Perkowski. Accordingly, the rejection of claim 62 is improper and should be reversed. 

7.2.4 Claim 62's "transmitting by said consumer incentive selection data selected 
from said incentive data to said cooperative network site via said 
manufacturer network site" 

The examiner alleges that Jovicic discloses "transmitting by said consumer incentive 
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selection data selected from said incentive data to said cooperative network site via said 
manufacturer network site." The examiner relies upon Jovicic column 3 lines 47-50, and Fig. 1 
element 122. Office action page 23 lines 11-15; page 25 lines 9-13. Jovicic column 3 lines 
47-50 discloses a "a user input device coupled to the central processing unit to permit a user to 
make an on-line selection of one of a plurality of electronic coupons collectively stored in the 
Internet Coupon Server's memory." Jovicic identifies Fig. 1 element 122 as the Internet. Jovicic 
column 5 line 28. Fig. 1 shows the user computer 122 communicating via the Internet 122 with 
the Internet coupon server 124. 

Just to clarify the examiner's association, that the examiner is again corresponding the 
claimed "cooperative network site" with Jovicic's Internet Coupon Server 124, not with Jovicic's 
ICNC. Jovicic does not for example disclose the ICNC forwarding the user's incentive selection 
data to the coupon server 124. Vice versa! 

There is nothing in column 3 lines 47-50 or Fig. 1 disclosing the user "transmitting ... 
data to said cooperative network site via said manufacturer network site," as claimed. The 
examiner does not rely upon Perkowski to disclose this limitation. The examiner makes no 
argument that this limitation would have been obvious in view of Jovicic and/or Perkowski. 
Accordingly, the rejection of claim 62 is improper and should be reversed. 

7.2.5 Claim 62's "transmitting from said cooperative network site incentives 

corresponding to said selection data to said consumer via said manufacturer 
network site." 

The examiner alleges that Jovicic discloses "transmitting from said cooperative network 
site incentives corresponding to said selection data to said consumer via said manufacturer 
network site." The examiner relies upon Jovicic column 1 1 lines 8-12. Office action page 23 
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lines 16-20; page 25 lines 14-18. All that Jovicic column 1 1 lines 8-12 discloses is the ICNC 
storing a message sent by the coupon server 124 indicating that a coupon had been sent to a user, 
by storing the coupon's serial number and the user's identification number. That passage does not 
disclose "transmitting from [the coupon server] incentives corresponding to said selection data to 
said consumer via said [ICNC]". Jovicic does not disclose the ICNC ever coupling to the user's 
computer 102. Thus, that passage does not disclose "transmitting from said cooperative network 
site incentives corresponding to said selection data to said consumer via said manufacturer 
network site," as claimed. The examiner does not rely upon Perkowski to disclose this 
limitation. The examiner makes no argument that this limitation would have been obvious in 
view of Jovicic and/or Perkowski. Accordingly, the rejection of claim 62 is improper and should 
be reversed. 

Claims 52, 62, 72, and 82 each contain limitations analogous to those discussed above for 
claim 62. Therefore, the rejections of claims 52, 62, 72, and 82 are all improper and should be 
reversed for the additional reasons discussed above solely for claim 62. 

7.3 Whether all rejections of "Claims 53, 63, 73, 83, are rejected under 35 U.S.C. 
103(a) as being unpatentable over Jovicic et al, (US 5,855,007), and further in 
view of Perkowski (US 6,064,979), and further in view of Smolen (US Patent 
5,915,243)"( office action page 26 lines 16-18) should be reversed 

Item 6 in the office action rejects claims 53, 63, 73, and 83 under 35 USC 103 as obvious 
based upon Jovicic 5,855,007 and Perkowski, 6,064,979 and Smolen 5,915,243. In item 6, the 
examiner relies upon Smolen only to suggest transmission based upon postal code, citing Smolen 
column 4 lines 64-67. 

Claims 53, 63, 73, and 83 depend from claims 50, 60, 70, and 80. The rejection of claims 
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50, 60, 70, and 80 was improper. Therefore, these rejections are also improper. 
Claim 63 is representative. It reads: 

63. (Previously Presented) The process of claim 62, further 

comprising: 

transmitting from said cooperative network site said geographically 
limited list of retailers based on a postal code provided by said consumer to said 
cooperative network site via said manufacturer network site. 

Claims 53, 63, 73, and 83 depend from claims 52, 62, 72, and 82, respectively. The 
rejection of claims 52, 62, 72, and 82 was improper. Therefore, these rejections are also 
improper. 

The examiner admits that neither Jovicic nor Perkowski disclose claim 63 's limitation. 
Office action page 26 lines 19-22. The examiner relies assertions respecting claim 53. However, 
as noted in the discussion of claim 53, nothing in Jovicic discloses or suggests a geographical 
limitation. Claims 53, 63, 73, 83 recite analogous limitations. Therefore, the rejections of claims 
53, 63, 73, 83 are improper for this additional reason and should be reversed. 

The examiner relies upon Smolen to disclose that "transmission takes place based upon 
postal code, citing Smolen column 4 lines 64-67. Office action page 27 lines 3-6. The examiner 
is wrong. Smolen column 4 lines 64-67 only indicates storage of user telephone numbers, if they 
are provided by the user. See column 4 lines 42-44. 

None of the references disclose or suggest providing a postal code via a manufacture 
network site to a cooperative network site and then the transmitting from said cooperative 
network site said geographically limited list. The examiner provides no reasoning suggesting 
otherwise. Therefore, the rejections of claims 53, 63, 73, and 83 are improper for this additional 
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reason and should be reversed. 



7.4 Whether all rejections of "Claims 59, 69, 79, 89, are rejected under 35 U.S.C. 
103(a) as being unpatentable over Jovicic et al, (US 5,855,007), and further in 
view of Smolen (US Patent 5,915,243)." (office action page 27 lines 10-12) 
should be reversed 

Item 7 in the office action rejects claims 59, 69, 79, and 89 under 35 USC 103 as obvious 
based upon Jovicic 5,855,007 and Smolen 5,915,243. 

Claims 59, 69, 79, and 89 depend from claims 50, 60, 70, and 80. The rejection of claims 
50, 60, 70, and 80 was improper. Therefore, these rejections are also improper. 

In item 7, the examiner relies upon Smolen only to suggest storage of a manufacturer or 
retailer incentive in a database, citing Smolen column 1 lines 5-7. 

Claim 69 is representative. It reads: 

69. (Previously Presented) The process of claim 66, further 

comprising: 

basing said incentive data on said consumer specific data comprising 
customer profile data of said consumer. 

The examiner asserts that Smolen discloses basing promotions offered to a person or 
household upon an information profile. The appellant agrees. See Smolen column 1 lines 14-16. 

8. 37 CFR 41.37(c)(l)(viii) Claims appendix. An appendix containing a copy of 
the claims involved in the appeal.. 
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Appendix I contains the claims involved in the appeal. 

9. 37 CFR 41.37(c)(l)(ix) Evidence appendix. An appendix containing copies of 
any evidence submitted pursuant to §§ 1.130, 1.131, or 1.132 of this title or of 
any other evidence entered by the examiner and relied upon by appellant in 
the appeal, along with a statement setting forth where in the record that 
evidence was entered in the record by the examiner 

Appendix II is the evidence appendix. 

The undersigned objects to the requirement to " statement setting forth where in the 
record that evidence was entered in the record by the examiner." In this case, as in many 
cases, the examiner does not identify rejection that are not represented and does not identify 
evidence expressly as entered into the record. The evidence is entered as a matter of law, when 
its entry is of right. The wording in 37 CFR 41 .37(c)(l)(ix) in this respect and should not have 
been promulgated. The undersigned shows below where the evidence was entered into the 
record, regardless of any action by the examiner. 

The "37 CFR 1.132 DECLARATION OF MICHAEL C. SCROGGIE", filed August 17, 
1999, was entered in the record as a matter of law upon filing of the CPA on 8/17/1999. 

The "37 CFR 1.131 DECLARATION OF MICHAEL C. SCROGGIE", filed 4/1 1/2001, 
was entered in the record as a matter of law upon its filing, because it was filed during pendency 
and before a final action or appeal. 

The "37 CFR 1.131 DECLARATION OF NOEL HEAL", filed 4/1 1/2001, was entered in 
the record as a matter of law upon its filing, because it was filed during pendency and before a 
final action and before or concurrent with an appeal. 

The *37 CFR 1.132 DECLARATION OF MICHAEL C. SCROGGIE", filed 12/23/2002, 
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was entered in the record as a matter of law upon its filing, because it was filed during pendency 
and before a final action and before or concurrent with an appeal. 

Not withstanding the foregoing, the examiners, most recently, reopened prosecution with 
the non final office action dated 5/23/2008, which would have, as a matter of law, resulted in 
entry of any previously non entered evidence. 

10. 37 CFR 41.37(c)(l)(x) Related proceedings appendix. An appendix 

containing copies of decisions rendered by a court or the Board in any 
proceeding identified pursuant to paragraph (c)(l)(ii) of this section 

Appendix III is the related proceedings appendix. 

IV. 37 CFR 41.37(c)(2) A brief shall not include any new or non-admitted amendment, 
or any new or non-admitted affidavit or other evidence. See § 1.116 of this title for 
amendments, affidavits or other evidence filed after final action but before or on the 
same date of filing an appeal and § 41.33 for amendments, affidavits or other 
evidence filed after the date of filing the appeal. 

The brief contains no new or non admitted amendment or evidence. 

V. 37 CFR 41.37(d) - Compliance with 37 CFR 41.37(c) 

The brief complies with paragraph (c). 

VI. 37 CFR 41.37(e) - Time Periods Extendable 

The brief is timely filed. Therefore this section is not applicable. 

Respectably Submitted, 



54 



8/22/2008 /RichardNeifeld#35,299/ 
Date Richard Neifeld 

Registration No: 35,299 

Attorney of Record 

ran 

Printed: August 22, 2008 (4:18pm) 

Y:\Clients\Catalina\CAT-34-SCRO\CAT34-SCRO-US\Drafts\Appeal CAT-34-SCRO-US_ 
8-20-2008.wpd 



55 



APPENDIX I. 



37 CFR 41.37(C)(l)(Vin) - CLAIMS APPENDIX 



50. (Previously Presented) A system for distributing product incentives to 
consumers over a communication network, comprising: 

a cooperative network site configured to store at least one of (i) manufacturer incentives 
to purchase one of a product and a service offered by a manufacturer and (ii) retailer incentives to 
purchase one of a product and a service offered by a retailer; 

at least one of a manufacturer network site and a retailer network site coupled to said 
cooperative network site via said communication network; and 

a consumer computer coupled to one of said manufacturer network site and retailer 
network site via said communication network, 

wherein said cooperative network site is configured to transmit at least one of said 
manufacturer incentives and retailer incentives to said consumer over said communication 
network, in response to a consumer request made over said communication network from one of 
said manufacturer network site and retailer network site. 

5 1 . (Previously Presented) The system of claim 50, wherein said cooperative 
network site is configured to store at least one of said manufacturer incentives and retailer 
incentives in a data base coupled thereto. 

52. (Previously Presented) The system of claim 50, wherein, in response to a 
query from said consumer made over said communication network from said manufacturer 
network site, said cooperative network site transmits a geographically limited list of retailers 
honoring incentives from said manufacturer and corresponding incentive data to said consumer 
via said manufacturer network site; 

said consumer transmits incentive selection data selected from said incentive data to said 
cooperative network site via said manufacturer network site; and 
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said cooperative network site transmits incentives corresponding to said selection data to 
said consumer via said manufacturer network site. 

53. (Previously Presented) The system of claim 52, wherein said cooperative 
network site transmits said geographically limited list of retailers based on a postal code provided 
by said consumer to said cooperative network site via said manufacturer network site. 

54. (Previously Presented) The system of claim 50, wherein, in response to a 
query from said consumer made over said communication network from said retailer network 
site, said cooperative network site transmits incentive data for manufacturer offers available at 
said retailer to said consumer via said retailer network site; 

said consumer transmits incentive selection data selected from said incentive data to said 
cooperative network site via said retailer network site; and 

said cooperative network site transmits incentives corresponding to said selection data to 
said consumer via said retailer network site. 

55. (Previously Presented) The system of claim 50, wherein, in response to a 
query from said consumer made over said communication network from said retailer network 
site, said cooperative network site transmits a consumer personal page including incentive data 
for manufacturer offers available at said retailer to said consumer via said retailer network site; 

said consumer transmits incentive selection data selected from said incentive data to said 
cooperative network site via said retailer network site; and 

said cooperative network site transmits incentives corresponding to said selection data to 
said consumer via said retailer network site. 

56. (Previously Presented) The system of claim 50, wherein, in response to said 
consumer transmitting an identification code over said communication network from said retailer 
network site, said cooperative network site transmits incentive data for manufacturer offers 
available at said retailer to said consumer via said retailer network site, said incentive data is 
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based on consumer specific data of said consumer associated with said identification code; 

said consumer transmits incentive selection data selected from said incentive data to said 
cooperative network site via said retailer network site; and 

said cooperative network site transmits incentives corresponding to said selection data to 
said consumer via said retailer network site. 

57. (Previously Presented) The system of claim 56, wherein said incentive data 
is based on said consumer specific data comprising a shopping history of said consumer. 

58. (Previously Presented) The system of claim 56, wherein said incentive data 
is based on said consumer specific data comprising demographic data of said consumer. 

59. (Previously Presented) The system of claim 56, wherein said incentive data 
is based on said consumer specific data comprising customer profile data of said consumer. 

60. (Previously Presented) A process for distributing product incentives to 
consumers over a communication network, comprising: 

storing at least one of (i) manufacturer incentives to purchase one of a product and a 
service offered by a manufacturer and (ii) retailer incentives to purchase one of a product and a 
service offered by a retailer at a cooperative network site; 

coupling at least one of a manufacturer network site and a retailer network site to said 
cooperative network site via said communication network; 

coupling a consumer computer to one of said manufacturer network site and retailer 
network site via said communication network; and 

transmitting from said cooperative network site at least one of said manufacturer 
incentives and retailer incentives to said consumer over said communication network, in 
response to a consumer request made over said communication network from one of said 
manufacturer network site and retailer network site. 

61 . (Previously Presented) The process of claim 60, further comprising: 
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storing at said cooperative network site at least one of said manufacturer incentives and 
retailer incentives in a data base coupled thereto. 

62. (Previously Presented) The process of claim 60, further comprising: 
transmitting from said cooperative network site a geographically limited list of retailers 

honoring incentives from said manufacturer and corresponding incentive data to said consumer 
via said manufacturer network site, in response to a query from said consumer made over said 
communication network from said manufacturer network site; 

transmitting by said consumer incentive selection data selected from said incentive data 
to said cooperative network site via said manufacturer network site; and 

transmitting from said cooperative network site incentives corresponding to said selection 
data to said consumer via said manufacturer network site. 

63. (Previously Presented) The process of claim 62, further comprising: 
transmitting from said cooperative network site said geographically limited list of 

retailers based on a postal code provided by said consumer to said cooperative network site via 
said manufacturer network site. 

64. (Previously Presented) The process of claim 60, further comprising: 
transmitting from said cooperative network site incentive data for manufacturer offers 

available at said retailer to said consumer via said retailer network site, in response to a query 
from said consumer made over said communication network from said retailer network site; 

transmitting by said consumer incentive selection data selected from said incentive data 
to said cooperative network site via said retailer network site; and 

transmitting from said cooperative network site incentives corresponding to said selection 
data to said consumer via said retailer network site. 

65. (Previously Presented) The process of claim 60, further comprising: 
transmitting from said cooperative network site a consumer personal page including 
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incentive data for manufacturer offers available at said retailer to said consumer via said retailer 
network site, in response to a query from said consumer made over said communication network 
from said retailer network site; 

transmitting by said consumer incentive selection data selected from said incentive data 
to said cooperative network site via said retailer network site; and 

transmitting from said cooperative network site incentives corresponding to said selection 
data to said consumer via said retailer network site. 

66. (Previously Presented) The process of claim 60, further comprising: 
transmitting from said cooperative network site incentive data for manufacturer offers 

available at said retailer to said consumer via said retailer network site, in response to said 
consumer transmitting an identification code over said communication network from said retailer 
network site, and basing said incentive data on consumer specific data of said consumer 
associated with said identification code; 

transmitting by said consumer incentive selection data selected from said incentive data 
to said cooperative network site via said retailer network site; and 

transmitting from said cooperative network site incentives corresponding to said selection 
data to said consumer via said retailer network site. 

67. (Previously Presented) The process of claim 66, further comprising: 
basing said incentive data on said consumer specific data comprising a shopping history 

of said consumer. 

68. (Previously Presented) The process of claim 66, further comprising: 
basing said incentive data on said consumer specific data comprising demographic data of 

said consumer. 

69. (Previously Presented) The process of claim 66, further comprising: 
basing said incentive data on said consumer specific data comprising customer profile 
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data of said consumer. 

70. (Previously Presented) A system for distributing product incentives to 
consumers over a communication network, comprising: 

means for storing at least one of (i) manufacturer incentives to purchase one of a product 
and a service offered by a manufacturer and (ii) retailer incentives to purchase one of a product 
and a service offered by a retailer at a cooperative network site; 

means for coupling at least one of a manufacturer network site and a retailer network site 
to said cooperative network site via said communication network; 

means for coupling a consumer computer to one of said manufacturer network site and 
retailer network site via said communication network; and 

means for transmitting from said cooperative network site at least one of said 
manufacturer incentives and retailer incentives to said consumer over said communication 
network, in response to a consumer request made over said communication network from one of 
said manufacturer network site and retailer network site. 

71 . (Previously Presented) The system of claim 70, further comprising: 
means for storing at said cooperative network site at least one of said manufacturer 

incentives and retailer incentives in a data base coupled thereto. 

72. (Previously Presented) The system of claim 70, further comprising: 
means for transmitting from said cooperative network site a geographically limited list of 

retailers honoring incentives from said manufacturer and corresponding incentive data to said 
consumer via said manufacturer network site, in response to a query from said consumer made 
over said communication network from said manufacturer network site; 

means for transmitting by said consumer incentive selection data selected from said 
incentive data to said cooperative network site via said manufacturer network site; and 

means for transmitting from said cooperative network site incentives corresponding to 
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said selection data to said consumer via said manufacturer network site. 

73. (Previously Presented) The system of claim 72, further comprising: 
means for transmitting from said cooperative network site said geographically limited list 

of retailers based on a postal code provided by said consumer to said cooperative network site via 
said manufacturer network site. 

74. (Previously Presented) The system of claim 70, further comprising: 
means for transmitting from said cooperative network site incentive data for manufacturer 

offers available at said retailer to said consumer via said retailer network site, in response to a 
query from said consumer made over said communication network from said retailer network 
site; 

means for transmitting by said consumer incentive selection data selected from said 
incentive data to said cooperative network site via said retailer network site; and 

means for transmitting from said cooperative network site incentives corresponding to 
said selection data to said consumer via said retailer network site. 

75. (Previously Presented) The system of claim 70, further comprising: 
means for transmitting from said cooperative network site a consumer personal page 

including incentive data for manufacturer offers available at said retailer to said consumer via 
said retailer network site, in response to a query from said consumer made over said 
communication network from said retailer network site; 

means for transmitting by said consumer incentive selection data selected from said 
incentive data to said cooperative network site via said retailer network site; and 

means for transmitting from said cooperative network site incentives corresponding to 
said selection data to said consumer via said retailer network site. 

76. (Previously Presented) The system of claim 70, further comprising: 
means for transmitting from said cooperative network site incentive data for manufacturer 
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offers available at said retailer to said consumer via said retailer network site, in response to said 
consumer transmitting an identification code over said communication network from said retailer 
network site, and basing said incentive data on consumer specific data of said consumer 
associated with said identification code; 

means for transmitting by said consumer incentive selection data selected from said 
incentive data to said cooperative network site via said retailer network site; and 

means for transmitting from said cooperative network site incentives corresponding to 
said selection data to said consumer via said retailer network site. 

77. (Previously Presented) The system of claim 76, further comprising: 
means for basing said incentive data on said consumer specific data comprising a 

shopping history of said consumer. 

78. (Previously Presented) The system of claim 76, further comprising: 
means for basing said incentive data on said consumer specific data comprising 

demographic data of said consumer. 

79. (Previously Presented) The system of claim 76, further comprising: 
means for basing said incentive data on said consumer specific data comprising customer 

profile data of said consumer. 

80. (Previously Presented) A computer program product comprising a 
computer storage medium having a computer program embedded in said computer storage 
medium for causing a computer to distribute product incentives to consumers over a 
communication network, said computer program performing the steps of: 

storing at least one of (i) manufacturer incentives to purchase one of a product and a 
service offered by a manufacturer and (ii) retailer incentives to purchase one of a product and a 
service offered by a retailer at a cooperative network site; 

coupling at least one of a manufacturer network site and a retailer network site to said 
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cooperative network site via said communication network; 

coupling a consumer computer to one of said manufacturer network site and retailer 
network site via said communication network; and 

transmitting from said cooperative network site at least one of said manufacturer 
incentives and retailer incentives to said consumer over said communication network, in 
response to a consumer request made over said communication network from one of said 
manufacturer network site and retailer network site. 

8 1 . (Previously Presented) The computer program product of claim 80, said 
computer program further performing the steps of: 

storing at said cooperative network site at least one of said manufacturer incentives and 
retailer incentives in a data base coupled thereto. 

82. (Previously Presented) The computer program product of claim 80, said 
computer program further performing the steps of: 

transmitting from said cooperative network site a geographically limited list of retailers 
honoring incentives from said manufacturer and corresponding incentive data to said consumer 
via said manufacturer network site, in response to a query from said consumer made over said 
communication network from said manufacturer network site; 

transmitting by said consumer incentive selection data selected from said incentive data 
to said cooperative network site via said manufacturer network site; and 

transmitting from said cooperative network site incentives corresponding to said selection 
data to said consumer via said manufacturer network site. 

83. (Previously Presented) The computer program product of claim 82, said 
computer program further performing the steps of: 

transmitting from said cooperative network site said geographically limited list of 
retailers based on a postal code provided by said consumer to said cooperative network site via 

64 



said manufacturer network site. 

84. (Previously Presented) The computer program product of claim 80, said 
computer program further performing the steps of: 

transmitting from said cooperative network site incentive data for manufacturer offers 
available at said retailer to said consumer via said retailer network site, in response to a query 
from said consumer made over said communication network from said retailer network site; 

transmitting by said consumer incentive selection data selected from said incentive data 
to said cooperative network site via said retailer network site; and 

transmitting from said cooperative network site incentives corresponding to said selection 
data to said consumer via said retailer network site. 

85. (Previously Presented) The computer program product of claim 80, said 
computer program further performing the steps of: 

transmitting from said cooperative network site a consumer personal page including 
incentive data for manufacturer offers available at said retailer to said consumer via said retailer 
network site, in response to a query from said consumer made over said communication network 
from said retailer network site; 

transmitting by said consumer incentive selection data selected from said incentive data 
to said cooperative network site via said retailer network site; and 

transmitting from said cooperative network site incentives corresponding to said selection 
data to said consumer via said retailer network site. 

86. (Previously Presented) The computer program product of claim 80, said 
computer program further performing the steps of: 

transmitting from said cooperative network site incentive data for manufacturer offers 
available at said retailer to said consumer via said retailer network site, in response to said 
consumer transmitting an identification code over said communication network from said retailer 
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network site, and basing said incentive data on consumer specific data of said consumer 
associated with said identification code; 

transmitting by said consumer incentive selection data selected from said incentive data 
to said cooperative network site via said retailer network site; and 

transmitting from said cooperative network site incentives corresponding to said selection 
data to said consumer via said retailer network site. 

87. (Previously Presented) The computer program product of claim 86, said 
computer program further performing the steps of: 

basing said incentive data on said consumer specific data comprising a shopping history 
of said consumer. 

88. (Previously Presented) The computer program product of claim 86, said 
computer program further performing the steps of: 

basing said incentive data on said consumer specific data comprising demographic data of 
said consumer. 

89. (Previously Presented) The computer program product of claim 86, said 
computer program further performing the steps of: 

basing said incentive data on said consumer specific data comprising customer profile 
data of said consumer. 
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GROUP ART UNIT: 2765 



EXAMINER: CAUDLE, P. 



APPENDIX 1 - EVIDENCE APPENDIX 

7791-0052-25 

IN THE IJNTTF.D STATES PATF.NT & TR ADF.M>^e8^PF 

IN RE APPLICATION OF: 

MICHAEL C. SCROGGIE ET AL 

SERIAL NO. 08/873,974 

FILED: JUNE 12, 1997 

FOR: SYSTEM AND METHOD FOR 

DISTRIBUTING INFORMATION ... 

37 C.F.R. SI .1 32 DECLARATION OF MTCHAF.T, C SCROGOTF 

ASSISTANT COMMISSIONER FOR PATENTS " 

WASHINGTON, D.C. 20231 S' ^ m 

° " O 

SIR: g: o d 

(1) I am named as an inventor in the application identified above. g is O 

o 

(2) The articles (i) "Cruising for food ..." (" Cruising ") dated April 20, 19^6, (ii) 
"Click for coupons ..." by Peterson dated June 1, 1996, cited in the Office Action mailed 
September 2, 1998, and (iii) "Catalina Marketing Corporation News Letter ..." dated February 
1 1 and April 19, 1996 referenced in the Office Action mailed June 30, 1999 refer to an initial 
launch of the Supermarkets Online ("SMO") web site. The initial launch of the SMO web 
site did not include the subject matter defined by the claims in the application identified 
above, as indicated by the following paragraphs. 

(3) Independent Claim 1 recites a method including the step of "providing 
information from the database, to a consumer in response to a consumer request made from a 
consumer communication node connected to the communication network, but without regard 
for whether the consumer communication node is logged in to the cooperative 



communication site or to a retailer or manufacturer network site, or another independently 
administered site." The initial launch of the SMO web site could not perform a method 
including the step of "providing information from the database, to a consumer in response to 
a consumer request made from a consumer communication node connected to the 
communication network, but without regard for whether the consumer communication node 
is logged in to the cooperative communication site or to a retailer or manufacturer network 
site, or another independently aciministered site." 

(4) Independent Claim 14 recites an apparatus including "means installed at 
cooperating manufacturer and retailer sites, for providing communication linkage between the 
cooperative communication node and a consumer node logged in to one of the manufacturer 
or retailer sites, whereby the consumer node receives the product offer information as if 
logged in directly to the cooperative communication node." The initial launch of the SMO 
web site did not use an apparatus including "means installed at cooperating manufacturer and 
retailer sites, for providing communication linkage between the cooperative communication 
node and a consumer node logged in to one of the manufacturer or retailer sites, whereby the 
consumer node receives the product offer information as if logged in directly to the 
cooperative communication node." 

(5) Independent Claim 20 recites a method including the step of "in response to 
selection of the banner by a consumer logged in to the independent commercial network site, 
providing a purchase incentive directly to the consumer [from the purchase incentive server 
site] for viewing and recording, whereby the consumer can obtain a selected product incentive 
directly while logged in to the commercial site." The initial launch of the SMO web site 
could not perform a method including the step of "in response to selection of the banner by a 
consumer logged in to the independent commercial network site, providing a purchase 
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EXAMINER: ROBINSON-BOYCE, A. 
GROUP ART UNIT : 2163 



IN RE APPLICATION OF 
Michael C. SCROGGIE et al 

SERIAL NO: 09/505,632 

FILED: February 16, 2000 

FOR SYSTEM AND METHOD FOR 

DISTRIBUTING INFORMATION... 

ASSISTANT COMMISSIONER FOR PATENTS 
WASHINGTON, D.C. 20231 

^nyy m i ^ F fl i A R OP MTCHAFiL C SCROOGE 
(1) I, David A. Rochon, David W. Banker and Will Cferdenswarrz, are the inventors 
named in the above-noted U.S. Patent Application Serial No. 09/505,632 entitled "SYSTEM 
AND METHOD FOR DISTRIBUTING INFORMATION THROUGH COOPERATIVE 
NETWORK SITES." which is a continuation application of U.S. Patent Application S.rial 
No. 08/873,974, filed on June 12, 1997, now allowed. 

(2) We conceived of the invention disclosed in the present application prior to May 13, 
1997 and the present invention was constructively reduced to practice on the June 12, 1997, 
filing date of the U.S. Patent Application Serial No. 08/873,974. 

(3) Exhibit A is a copy of a letter and an attachment to the letter including an initial 
invention disclosure and drawings for the 08/873,974 application that 1 sent to patent attorney 
Mr. Noel Heal prior to May 13, 1997. 

(4) Exhibit B is a copy of billing records from Mr. Noel Heal reflecting work performed 
in preparation and filing of the 08/873,974 application. 

(5) I and Mr. Banker discussed the invention of the 08/873,974 application with Mr. Heal 
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(1) I am the patent attorney whoprepared and filed U.S. Patent Aj^cadi^ Serial No. 
08/873,974, on June 12, 1997, on behalf of the inventors Njfchael'C. S<SfOggie,' David A. 
Rochon, David W. Banker and Will Gardensyrart? 

(2) The subject invention disclosed intfhe 08/873,974 a|^ica^y^W»W^v«d:prior to 
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TO: Noel Heal 

oc: David Rochon, \ 

FROM: MitoScroggie/ ^ 
SUBJECT: Web Site Intcrngworidng Patent Application 

DATE: ^■■B 



Attached is an overview of a new invention for which we need to aubtnit a P^Wj^^ 0 - 
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*e Jd^ecU the Offer Loc*or application. C^^how, t^ c^OX^ 
n— rmT % re fi! site hrttoMflto ..^^^^i^TjuLS^ 

n^fachjer offer eanture process. Ch^tTsho w» the P*oc««"8 J» gj» 
g un L... t o navhate the consu m e through the PersonaLEag which delivers targeteo 
offers and specials to the consumer', references and buying habits. • 
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(1) 
(2) 
(3) 



I am one of the inventors for the application identified above. 
I refer herein to the Office Action dated September 23, 2002. 

(3) Based upon my knowledge of the fields or programming and related knowledge in 
the marketing industry, it is my understanding that one of ordinary skill in the arts to which my 
inventions disclosed and claimed in this application relate would have had at least an 
undergraduate degree in computer science, knowledge of computer programming of web sites 
using back end databases, and at least a passing knowledge of marketing and the use ot 
promotions to affect consumer behavior.. 

(4) The 1 2 limitations alleged by the examiner as not supported by the specification 
are in fact supported by the specification. That is, one of ordinary skill in the art would have 
understood that I was able to make and use systems and methods including those limitations by 
reading the originally filed disclosure of this application. A copy of that disclosure is exhibit (1) 
to this declaration. The following claim chart shows by page and line number specifically where 
each of the 12 limitations is described in the originally filed disclosure. Each of those sections 
of text contains sufficient explanation of the relevant recitation objected to by the examiner to 
have informed one skilled in the art that I had conceived of and knew how to implement the 
systems and methods containing structure or function corresponding to those recitations. 



Therefore, it is my opinion that the examiner's rejections of claims containing those limitations 
because of the specification allegedly not teaching one of ordinary skill in the art that I was m 
possession of systems and methods including these limitation are improper. 



5 . First Assertion 



Office Action at page 2 line 22 to page 3 
line 2 alleges no original disclosure of: 


Original disclosure of the recited 
limitations: 


"transmitting from said cooperative network 
site 


Page 9 lines 26-27; and FIG. 1 #14. 


said geographically limited list of retailers 


Page 3, lines 21-22; Page 9 lines 24-26; and 

t-'t/^ -5 .ucn -W^O 4i^A -H^fx 
FICj 3 #f>U, TfjZ, #34, TfJO. 


based on a postal code provided by said 
consumer 


Page 9 lines 20-24; and FIG. 2 #32, #34, #36. 
Page 10 lines 7-9; and FIG. 3 #52, #54, #56. 


to said cooperative network site 


Page 9 lines 24-26; and FIG 1, #14. 

Page 8 lines 16-18; FIG. 4 #14, FIG 5 #14, 

and FIG. 7, #124 through #136. 


via said manufacturer network site" 


Page 9 lines 26-27; FIG. 1 #10; and FIG 2 
#10. 


6. Second Assertion 


Office Action at page 3 lines 2-10 alleges no 
original disclosure of: 


Original disclosure of the recited 
limitations: 


"transmitting from said cooperative network 
site incentive data for manufacturer offers 
available at said retailer to said consumer via 
said retailer network site, 


FIG. 1 #12, #14, #16; page 8 lines 18-19; 
page 9 lines 3-14; and page 10, lines 11-12. 


in response to a query from said consumer 
made over said communication network from 
said retailer network site; 


Page 3, lines 27-28; page 4, lines 1-2;, age 8 
lines 24-25; FIG. 1 #12, #14, FIG. 3 #50, #54, 
#62; page 9 lines 3-7 and lines 10-1 1; and 
page 10 lines 5-7 and lines 12-13. 


transmitting by said consumer incentive 
selection data selected from said incentive 
data to said cooperative network site via said 
retailer network site; and 


Page 3 line 29; page 9 lines 12-13; FIG. 1 
#12, #14; and FIG. 3 #64, #66, #68. 
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transmitting from said cooperative network 
site incentives corresponding to said selection 
data to said consumer via said retailer 
networks site" 


Page 3 lines 1-2; p page 10 line 1-2; page 9 
lines 13-14FIG. 1 #12, #14; and FIG. 3 #66, 


7. Third Assertion 


Office Action at page 3 lines 11-19 alleges 
no original disclosure of: 


Original disclosure of the recited 
limitations: 


"transmitting from said cooperative network 
site a consumer personal page including 
incentive data for manufacturer offers 
available at said retailer to said consumer via 
said retailer network site, 


FIG. 1 # 12,#14, #16, #22; FIG. 3; page 8 
lines 18-19; page 9 lines 3-11; page 11 lines 

0- 1 /, cHlvipagC IJ mica \j ls. 


in response to a query from said consumer 
made over said communication network from 
said retailer network site; 


FIG. 1 #12, #14; page 8 lines 24-25; page 9 
lines 3-7 and page 1 1 lines 8-10. 


transmitting by said consumer incentive 
selection data selected from said incentive 
data to said cooperative network site via said 
retailer network site; and 


FIG. 1 #12, #14 ; and page 9 lines 12-13. 


transmitting from said cooperative network 
site incentives corresponding to said selection 
data to said consumer via said retailer 
networks site" 


FIG. 1 #12, #14 ; FIG 3 #64, #66, #68; page 4 
lines 1-2; page 10 line 3; page 9 lines 13-14. 


8. Fourth Assertion 


Office Action at page 3 line 19 to page 4 
line 6 alleges no original disclosure of: 


Original disclosure of the recited 
limitations: 


"transmitting from said cooperative network 
site incentive data for manufacturer offers 
available at said retailer including incentive 
data for manufacturer offers available at said 
retailer to said consumer via said retailer 
network site, 


FIG. 1 #12, #14, #16; FIG. 3; page 8 lines 18- 
19; 

page 9 lines 12-13; page 12 lines 6-20; 
page 13 lines 20-24; and page 14 lines 1-16. 
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in response to a query from said consumer 
made over said communication network from 
said retailer network site; 


FIG. 1 #12, #14; FIG 3 #50, #54; page 3 lines 
27-29; and page 9 lines 7-13. 


transmitting by said consumer incentive 
selection data selected from said incentive 
data to said cooperative network site via said 
retailer network site; and 


FIG. 1, #12, #14; FIG. 3 #62 ; page 9 lines 1 1- 
13; 

and page 10 lines 11-12. 


transmitting from said cooperative network 
site incentives corresponding to said selection 
data to said consumer via said retailer 
networks site" 


FIG. 1 #12, #14; FIG. 3,#66, #68; page 4 lines 
1-2 ; page 9 lines 12-14; and page 10 lines 13- 
16. 


9. Fifth Assertion 


Office Action at page 4 line 6-9 alleges no 
original disclosure of: 


Original disclosure of the recited 
limitations: 


"transmitting from said cooperative network 
site 


Page 8 lines 22-24; page 9 lines 26-27;FIG. 1 
# 10, #14; and FIG2 #32, #38, #46. 


said geographically limited list of retailers 


Page 8 lines 25-26; 9 lines 24-26; FIG. 1 #14; 
and FIG 2 #38 # 40. 


based on a postal code provided by said 
consumer 


Page 9 lines 20-24; and FIG. 2 #32, #34, #36. 


to said cooperative network site 


Page 9 lines 24-26; and FIG 2 #34, #36. 


via said manufacturer network site" 


Page 9 lines 26-27; and FIG. 1 #10; and FIG 2 
#10, #34. 


10. Sixth Assertion 




Office Action at page 4 lines 9-17 alleges no 
original disclosure of: 


Original disclosure of the recited 
limitations: 


"transmitting from said cooperative network 
site incentive data for manufacturer offers 
available at said retailer to said consumer via 
said retailer network site, 


FIG. 1 #12, #14, #16; FIG. 3; page 8 lines 18- 
19; and page 9 lines 3-14. 



in response to a query from said consumer 
made over said communication network from 
said retailer network site; 


FIG. 1 #12;FIG. 3 # 58, #66; page 10 lines 5- 
7 and 

page 9 lines 3-7. 


transmitting by said consumer incentive 
selection data selected from said incentive 
data to said cooperative network site via said 
retailer network site; and 


FIG. 1 #12; FIG 3 #62; page 9 lines 12-13; 
and page 10 lines 12-13 . 


transmitting from said cooperative network 
site incentives corresponding to said selection 
data to said consumer via said retailer 
networks site" 


FIG. 1 #12, #14; FIG. 3 #66, #68; page 9 lines 
12-14; page 10 lines 13-16; and page 13 lines 
28-30. 


1 1 . Seventh Assertion 


AfK„ ft i n fi nn nf nanp A 1 i 11 17 to 11 a PC 5 

otiice Action at p«gc ^ nucs 1/ i« \* &> ^ 
line 4 alleges no original disclosure of: 


Original disclosure of the recited 
limitations: 


"transmitting from said cooperative network 
site a consumer personal page including 
incentive data for manufacturer offers 
available at said retailer to said consumer via 
said retailer network site, 


FIG. 1 #14, #16, #22; FIG. 3; page 8 lines 18- 
19; 

page 9 lines 3-11; 

page 11 lines 8-17; and page 13 lines 6-19. 


in response to a query from said consumer 
made over said communication network from 
said retailer network site; 


FIG. 1 #12; page 10 lines 5-9; and page 9 
lines 3-7. 


transmitting by said consumer incentive 
selection data selected from said incentive 
data to said cooperative network site via said 
retailer network site; and 


FIG 1, #12; FIG. 3 #62; page 9 lines 12-13; 
and 

page 10 lines 11-12. 


transmitting from said cooperative network 
site incentives corresponding to said selection 
data to said consumer via said retailer 
networks site" 


FIG 1 #14; page 9 lines 12-14; and page 10 
lines 13-16. 


12. Eighth Assertion 


5 



Office Action at page 5 lines 4-12 alleges no 
original disclosure of: 


Original disclosure of the recited 
limitations: 


"transmitting from said cooperative network 
site incentive data for manufacturer offers 
available at said retailer including incentive 
data for manufacturer offers available at said 
retailer to said consumer via said retailer 
network site, 


FIG. 1 #12, #14, #16; FIG. 3; FIG. 7 #120, 
#122; page 4 lines Zj-z /, p<*&c j mict> u i»->, 
page 8 lines 18-19; page 9 lines 12-13; 
page 10 lines 11-16; and page 13 lines 20-24. 


in response to a query from said consumer 
made over said communication network from 
said retailer network site; 


FIG. 1 #12; FIG 3 #50; page 3 lines 27-29; 
page 9 lines 7-13; page 10 lines 6-8; and page 
13 lines 25-30. 


transmitting by said consumer incentive 
selection data selected from said incentive 
data to said cooperative network site via said 
retailer network site; and 


FIG 1 #12 - FIG 3 #62;; page 9 lines 12-13; 
and page 10 lines 12-13. 


transmitting from said cooperative network 
site incentives corresponding to said selection 
data to said consumer via said retailer 
networks site" 


FIG. 1 #14; FIG. 3 #66; page 9 lines 13-14; 
page 9 lines 12-14; and page 13 lines 18-19. 


13. Ninth Assertion 


Office Action at page 5 lines 13-16 alleges 
no original disclosure of: 


Original disclosure of the recited 
limitations: 


"transmitting from said cooperative network 
site 


Page 8 lines 22-24; page 9 lines 26-27; and 
FIG. 1 #14; FIG. 2 #14. 


said geographically limited list of retailers 


Page 9 lines 24-26; FIG 1 #10; and FIG 2 #36. 


based on a postal code provided by said 
consumer 


Page 9 lines 20-24; and FIG. 2 #32, #34, #36. 


to said cooperative network site 


Page 9 lines 24-26; FIG. 1 #14; and FIG 2 
#14, #34, #36. 


via said manufacturer network site" 


Page 9 lines 26-27; FIG. 1 #10; FIG. 1 #10; 
andFIG 2 #34. 



14. Tenth Assertion 



6 



Office Action at page 5 line 17 to page 6 
line 3 alleges no original disclosure oft 


Original disclosure of the recited 
limitations: 


"transmitting from said cooperative network 
site incentive data for manufacturer offers 
available at said retailer to said consumer via 
said retailer network site, 


FIG. 1 #12, #14, #16; and page 8 lines 18-19; 
page 10 lines 11-16; and page 9 lines 3-14. 


in response to a query from said consumer 
made over said communication network from 
said retailer network site; 


page 3 lines 27-29page 10 lines 6-12; FIG. 1 
#12; FIG 3 #50, #54, #62; and 
page 9 lines 3-7. 


transmitting by said consumer incentive 
selection data selected from said incentive 
data to said cooperative network site via said 
retailer network site; and 


FIG. 1 #12; FIG 3 # 62; page 9 lines 12-13; 
page 10 lines 11-12; and page 13 lines 25-29. 


transmitting from said cooperative network 
site incentives corresponding to said selection 
data to said consumer via said retailer 
networks site" 


FIG. 1 #14; FIG 3 #66; page 4, lines 1-2; page 
10 lines 15-16; page 9 lines 12-14; and page 
13 lines 18-19. 


1 5 . Eleventh Assertion 


Office Action at page 6 lines 3-12 alleges no 
original disclosure of: 


Original disclosure of the recited 
limitations: 


"transmitting from said cooperative network 
site a consumer personal page including 
incentive data for manufacturer offers 
available at said retailer to said consumer via 
said retailer network site, 


FIG. 1 #14, #16; 22; FIG. 3; page 9 lines 3-11; 
page 11 lines 8-17; and page 13 lines 6-19. 


in response to a query from said consumer 
made over said communication network from 
said retailer network site; 


FIG 1 #12; FIG. 3 #50, #54, #62; page 10 
lines 5-16; page 13 lines 8-12; and page 9 
lines 11-14. 


transmitting by said consumer incentive 
selection data selected from said incentive 
data to said cooperative network site via said 
retailer network site; and 


FIG 1 #12; FIG 3 #62; page 9 lines 11-13; 
page and 10 lines 12-13. 
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transmitting from said cooperative network 
site incentives corresponding to said selection 
data to said consumer via said retailer 
networks site" 


FIG 1 #14, FIG. 3 #66; page 4 lines 1-2, page 
10 lines 15-16; page 9 lines 12-14; and page 
13 lines 18-19. 


16. Twelfth Assertion 


Office Action at page 6 lines 12-21 alleges 
no original disclosure of: 


Original disclosure of the recited 
limitations: 


"transmitting from said cooperative network 
site incentive data for manufacturer offers 
available at said retailer including incentive 
data for manufacturer offers available at said 
retailer to said consumer via said retailer 
network site, 


vttn i a\ a- uin i &ifv Fif5 ■?■ 
.rlo. i ffi^ > nu. i ffiu, nvj. ->,, 

FIG, 7 #120, #122, #134; page 8 lines 1K-19; 

page 9 lines 12-13; page 12 lines 6-20; 

page 13 lines 20-24; and page 14 lines 1-14. 


in response to a query from said consumer 
made over said communication network from 
said retailer network site; 


FIG. 1 #12; FTG. 3 #54, #56, #58; page 9 lines 
7-13, page 10 lines 5-11; and page 13 lines 25- 
30. 


transmitting by said consumer incentive 
selection data selected from said incentive data 
to said cooperative network site via said 
retailer network site; and 


FIG 1 #12, FIG. 3 #62; page 9 lines 12-13; 
and page 10 lines 12-13. 


transmitting from said cooperative network 
site incentives corresponding to said selection 
data to said consumer via said retailer 
networks site" 


FIG. 1 #14; FIG. 3 #66; page 4 lines 1-2; page 
10 lines315-16 page 9 lines 11-14; and page 
13 lines 18-19. 



1 7. I swear under penalty of perjury that the foregoing is true and correct. 



TE 



_ . — 



MICHAEL C. SCROGGTE 



Printed December 4. 2002 (2:47PM) Deeember 4; -20O2 (4 ; *«FM) 
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The opinion in support of the decision being entered 
today was not written for publication and is not 
binding precedent of the Board. 



Paper No. 51 



UNITED STATES PATENT AND TRADEMARK OFFICE 



BEFORE THE BOARD OF PATENT APPEALS ^ 'lo^^j 

AND INTERFERENCES 



Ex parte MICHAEL C. SCROGGIE, DAVID A. ROCHON, 
DAVID W. BANKER and WILL GARDENSWARTZ 



Appeal No. 2004-1267 S . ; 

Application No. 08/873, 974 v/ 



MAILED 

JUL 2 9 2004 



U.S. PATENT AND TRADEMARK OFFICE 
BOARD OF PATENT APPEALS 
AND INTERFERENCES 



Before KRASS, FLEMING and DIXON, Administrative Patent Judges . 
KRASS, Administrative Patent Judge . 

DECISION ON APPEAL 

This is a decision on appeal from the rejection of twice- 
rejected claims 50-89. 

The invention is directed to a system, process and computer 
program product for distributing product incentives to consumers 
over a communication network. 



re>, SCROGGIE 
N6^05-1164 
000483 
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Appeal No. 2004-1267 
Application No. 08/873,974 



Representative independent claim 50 is reproduced as 
follows : 

50. A system for distributing product incentives to 
consumers over a communication network, comprising: 

a cooperative network site configured to store at least one 
of (i) manufacturer incentives to purchase one of a product and a 
service offered by a manufacturer and (ii) retailer incentives to 
purchase one of a product and a service offered by a retailer; 

at least one of a manufacturer network site and a retailer 
network site coupled to said cooperative network site via said 
communication network; and 



a consumer computer coupled to one of said manufacturer 
network site and retailer network site via said communication 
network, 

wherein said cooperative network site is configured to 
transmit at least one of said manufacturer incentives and 
retailer incentives to said consumer over said communication 
network, in response to a consumer request made over said 
communication network from one of said manufacturer network site 
and retailer network site. 



The examiner relies on the following references: 

Sloane 5,918,211 Jun. 29, 1999 

(filed May 30, 1996) 

Narasimhan et al. (Narasimhan) 6, 237, 145 May 22, 2001 

(filed Aug. 14, 1996) 



Claims 50, 51, 60, 61, 70, 71, 80 and 81 stand rejected 
under 35 U.S.C. § 102(e) as anticipated by Sloane. 
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Claims 52-59, 62-69, 72-79 and 82-89 stand rejected under 
35 U.S. C. § 103 as unpatentable over Sloane in view of 
Narasimhan . 1 

Reference is made to the briefs and answer for the 
respective positions of appellants and the examiner. 

OPINION 

At the outset, we note that while appellants devote eleven 
pages in the Third Supplemental Brief, filed December 23, 2002, 
to arguing a rejection under 35 U.S.C. § 112, first paragraph, 
there is no such rejection on appeal herein since the examiner 
has made no such rejection in the answer. Accordingly, we 
consider only the prior art rejections under 35 U.S.C. § 102(e) 
and § 103. 

Independent claims 50, 60, 70 and 80 all stand rejected as 
being anticipated by Sloane. 

Taking claim 50, as exemplary, the examiner applies Sloane 
as follows: 



Mtfhile claim 54 is included in the statement of rejection 
under 35 U.S.C. § 103, at page 5 of the answer, we note that the 
examiner includes this claim in the rejection under 35 U.S.C. 
§ 102(e) in the explanation of the issues at page 2 of the 
answer. We will assume that the rejection of this claim is, in 
fact, under 35 U.S.C. § 103, as that is what the statement of 
rejection indicates. 
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Appeal No. 2004-1267 
Application No. 08/873,974 

The * cooperative network site..." is said to be taught at 
column 7, lines 22-26, of Sloane. The "at least one of a 
manufacturer network site and a retailer network site coupled to 
said cooperative network site via said communication network" is 
said to be taught by Sloane at column 7, lines 13-17. The 
'consumer computer..." is said to be taught by Sloane at Figures 
4 and 5, where the consumer computer is represented as the 
portable bar code scanning device. Finally, the wherein clause, 
'wherein' said cooperative network site is configured to transmit 
at least one of said manufacturer incentives and retailer 
incentives to said consumer over said communication network, in 
response to a consumer request..." is said to be taught by Sloane 
at column 7, line 65 through column 8, lines 7, and at column 8, 
lines 44-48. 

Appellants' response to this rejection appears in the 
Supplemental Appeal Brief, filed April 11, 2001. 

Appellants argue that whereas the instant invention is 
directed to distributing product incentives to consumers over a 
communication network, including a consumer computer coupled to 
various network sites, Sloane is concerned with providing 
incentives to consumers at a point-of-purchase in a retail store. 

-4- 
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Appeal No. 2004-1267 
Application No. 08/873,974 

We do not find this argument to be persuasive. Clearly, the 
network over which the sender, or manufacturer, sends the 
incentives to the retailer is a 'communication" network. While 
even appellants admit that the processing of incentives between a 
retailer (or product manufacturer) and a retailer 
computer/controller 12 is performed over a * communication" 
network (see Supplemental Appeal Brief of April 11, 2001-page 8), 
appellants argue that Sloane fails to disclose or suggest 
distributing product incentives to consumers over a communication 
network . 

Again, we are not persuaded by this argument. While 
appellants may envision sending the incentives directly to 
consumers at their home computers, in this regard, the claims 
require only that there is a "consumer computer" coupled to one 
of the retailer or manufacturer network sites and that the 
incentives are transmitted to the consumer over the communication 
network and in response to a consumer request made over the 
network. It is our view that Sloane clearly teaches as much. As 
the examiner indicates, at page 4 of the answer, the * consumer 
computer" in Sloane may be the hand-held scanning device which 
the consumer carries through the store. 
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First, we have already established that the transmissions in 
Sloane are performed over a "'communication network." 

Further, in Sloane, a sender of promotional information 
sends the information to the retailer computer/controller (column 
7, lines 13-14) . Thus, incentives are provided over a 
communication network. Then, the consumer is eventually given 
the promotion, or promotional price, on a given product through a 
wireless communication network, as the scanner (i.e., "consumer 
computer") offers the consumer the discount or promotion (note 
column 8, lines 1-7) 2 . 

While one might argue that the promotion is not transmitted 
directly to the consumer computer in Sloane, the promotion is 
clearly transmitted, at least indirectly, to the consumer, and 
this is all that is required by the instant claims. Moreover, 
any promotion or discount offered in Sloane is clearly *in 
response to a consumer request." Not only does Sloane indicate 
in the Background section that it was known for consumers to 



2 We note, further, the disclosure of Sloane, in the 
background section of the document, at column 2, lines 19-20, 
wherein it is disclosed that there were well known methods of 
issuing electronic coupons to consumers or promotions to 
consumers which include "consumer requested promotion/coupons 
through the use of their home computer and an online computer 
network." 
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request coupons over the internet, even in Sloane's actual 
invention, a consumer first locates and scans a related product 
required for a promotion and then the discount is taken (see 
column 8, lines 45-49) . 

Having determined that the examiner has set forth a prima 
facie case of anticipation and that appellants have failed to 
overcome such case by any convincing argument, we will sustain 
the rejection of claims 50, 51, 60, 61, 70, 71, 80 and 81 under 
35 U.S.C. § 102 (e) . 

Turning now to the rejection of claims 52-59, 62-69, 72-79 
and 82-89 under 35 U.S.C. § 103, the examiner cites Narasimhan 
(specifically, column 4, lines 62-65, and column 8, lines 4-13) 
as providing for the deficiency, in Sloane, of disclosing, as in 
claim 52, for example, "wherein, in response to a query from said 
consumer made over said communication network from said 
manufacturer network site, said cooperative network site 
transmits a geographically limited list of retailers honoring 
incentives from said manufacturer and corresponding incentive 
data to said consumer...." 

It is the examiner's position that it would have been 
obvious to provide such a list of geographically limited 
retailers so as to give the consumer "the ability to customize 
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and control his or her purchase preferences by location" (answer- 
page 5) . 

Appellants' Supplemental Appeal Brief, filed April 11, 2001, 
says nothing about this rejection based on Narasimhan, referring 
only to a rejection based on a patent to Allsop, together with 
Sloane. Similarly, neither appellants' Appeal Brief, filed March 
2, 2001, nor the Third Supplemental Brief, filed December 23, 
2002, says anything about this rejection. Accordingly, nothing 
therein is persuasive of any error on the examiner's part in 
rejecting the claims under 35 U.S.C. § 103 over Sloane and 
Narasimhan. 

In fact, we have nothing responsive to the examiner's 
specific rejection under 35 U.S.C. § 103 until the Reply Brief, 
filed April 22, 2003, at which point appellants present no 
argument regarding the merits of the examiner's rejection, 
preferring, instead, to attack the examiner's rejection under 
35 U.S.C. § 103, based on the combination of Sloane and 
Narasimhan, by attacking it procedurally. More particularly, 
appellants argue that this constitutes a new ground of rejection 
which is prohibited by 37 CFR 1.193 (a) (2). 

We have reviewed the record of this case and it appears that 
the rejection under 35 U.S.C. § 103, based on Sloane and 
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Narasimhan, is not a new ground of rejection as to claims 52, 53, 
55-59, 62, 72 and 82, the rejection in the Answer appearing 
substantially the same as a rejection of those claims in Paper 
No. 45 (page 9), mailed September 23, 2002. 

However, the rejection of claims 54, 63-69, 73-79 and 83-89 
under 35 U.S. C. § 103, appearing in the answer, does constitute a 
new ground of rejection because the rejection of these claims on 
this ground does not appear in Paper No. 45. 

Accordingly, we will summarily sustain the rejection of 
claims 52, 53, 55-59, 62, 72 and 82 under 35 U.S.C. § 103 because 
the examiner seems to have stated a reasonable case for a finding 
of obviousness, which has not been rebutted by appellants in any 
substantive manner. We note, however, that our affirmance of 
this rejection is pro forma , and not based on substantive 
arguments since appellants have presented no substantive 
arguments with regard to this rejection. 

With regard to the rejection of claims 54, 63-69, 73-79 and 
83-89 under 35 U.S.C. § 103, this is a new ground of rejection, 
not permitted under 37 CFR 1.193 (a)(2). Accordingly, with 
regard to the rejection of these claims, we remand the 
application to the examiner to either withdraw the rejection or 
reopen prosecution, giving appellants an opportunity to respond 
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to the new ground of rejection if it is to be applied. 

Since we have sustained the rejection of claims 50, 51, 60, 
61, 70, 71, 80 and 81 under 35 U.S.C. § 102(e) and the rejection 
of claims 52, 53, 55-59, 62, 72, and 82 under 35 U.S.C. § 103, 
the examiner's decision is affirmed. 

The application is also remanded to the examiner for action 
consistent with the reasoning herein with regard to the rejection 
of claims 54, 63-69, 73-79 and 83-89 under 35 U.S.C. § 103. 

No time period for taking any subsequent action in 
connection with this appeal may be extended under 37 CFR 
§ 1.136(a) . 
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This application, by virtue of its "Special" status, 
requires an immediate action, MPEP 708.01 (8th ed., August, 



2001) . 



AFFIRMED AND REMANDED 




ERROL A. KRASS 
Administrative Patent Judge 




BOARD OF PATENT 
APPEALS AND 
INTERFERENCES 



Administrative Patent Judge 




JOSEPH L. DIXON ' 
Administrative Patent Judge 



EK/RWK 
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The opinion in support of the decision being entered 
today was not written for publication and is not 
binding precedent of the Board. 

Paper No. 53 



UNITED STATES PATENT AND TRADEMARK OFFICE 



BEFORE THE BOARD OF PATENT APPEALS 
AND INTERFERENCES 



Ex parte MICHAEL C. SCROGGIE, DAVID A. ROCHON,. 

DAVID W. BANKER and WILL GARDENSWARTZ 



Appeal No. 2004-1267 ^ 
Application No. 08/873,974 



MAILED 

SEP 3 0 2004 



U.S. PATENT AND TRADEMARK OFFICE 
BOARD OF PATENT APPEALS 
AND INTERFERENCES 



Before KRASS, FLEMING and DIXON, Administr ative Patent Judges. 
KRASS, Administrative Patent Judge . 

ON REQUEST FOR REHEARING 

Appellants request rehearing of our decision of July 29, 
2004, wherein we affirmed the examiner's decision rejecting 
claims 52, 53, 55-59, 62, 72 and 82 under 35 U.S.C. § 103. 

Initially, appellants argue that we have not decided an 
issue involving a rejection under 35 U.S.C. § 112, even though 
that rejection had been withdrawn by the examiner and was not on 
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appeal before us. Appellants take the position that the 
rejection was, in fact, on appeal because they had appealed from 
the examiner's rejection of the claims under 35 U.S.C. § 112 and 
that we must decide the propriety of this rejection even in the 
face of the examiner's withdrawal of such rejection. 

We disagree. Once an examiner withdraws a rejection of 
claims, at or before the time of the answer, that rejection is no 
longer before us on appeal and we will not issue an opinion as to 
the propriety of a now- theoretical rejection. 

Appellants are concerned that since there was a suggestion 
of reopening prosecution in our decision 1 , a lack of a decision 
by us regarding the § 112 rejection might leave appellants open 
to re-imposition of that rejection by the examiner. 

If, and when, the examiner deems it appropriate to make a 
rejection under 35 U.S.C. § 112, and such rejection is appealed 
to us, we will treat that rejection. But, at least at the time 
of the answer, the examiner no longer believed a rejection under 
35 U.S.C. § 112 to be proper and chose not to make it. The Board 
would find itself in an awkward position attempting to decide an 

x We indicated in the decision, at page 9, that the 
examiner's rejection of claims 54, 63-69, 73-79, and 83-89 under 
35 U.S.C. § 103 was a new ground of rejection, not permitted 
under 37 CFR 1.193 (a) (2), and remanded to the examiner to either 
withdraw the rejection or reopen prosecution. 
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issue on which both appellants and the examiner are in apparent 
agreement, viz., that a rejection under 35 U.S.C. § 112 was not 
improper. Where there is no controversy, there is no need for 
the Board, or any tribunal, to make a decision. 

Accordingly, we decline appellants' invitation to render a 
decision on whether claims are proper, within the meaning of 
35 U.S.C. § 112. 

Appellants further argue that we misapprehended the claim 
limitation, *in response to a consumer request..." and the 
reasoning in support thereof in the brief filed July 10, 2001. 

Part of the problem arises from multiple filings, by 
appellants, of various briefs and supplemental briefs, and 
attempting to incorporate by reference, into the arguments, all 
of these briefs. Thus, rather than including all of appellants' 
arguments in a single brief and/or a brief and possibly one reply 
brief, the record is rife with arguments scattered throughout 
several papers. 

In any event, our decision did treat the *in response to a 
consumer request..." limitation of the claims, by indicating, at 
page 6 of our decision, that any promotion or discount offered in 
Sloane is clearly 'in response to a consumer request." The 
reason is explained in the paragraph bridging pages 6-7 of the 
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decision. Thereat, we indicated that the background section of 
Sloane disclosed that it was known for consumers to request 
coupons over the internet (see column 2, lines 18-21). Further, 
we noted, at page 7 of the decision, that even in Sloane' s actual 
invention, a consumer first locates and scans a related product 
required for a promotion (see column 8, lines 45-4 9) . 
Accordingly, it is clear that any promotion, or discount, issued 
is "in response to a consumer request...," as claimed. 

Thus, it is clear that, contrary to appellants' assertions, 
we did not ignore the "in response to a consumer request..." 
limitation of the claims. 

Appellants further argue that we overlooked the brief filed 
July 10, 2001 and the reasoning therein relative to the 
inapplicability of the Narasimhan reference. We have reviewed 
the second supplemental brief, filed July 10, 2001, but find 
nothing therein to cause us to modify our decision. In that 
document, appellants simply point out that "there is no evidence 
supporting the examiner's rationale that transmitting a 
geographically limited list of retailers honoring incentives in 
response to a query is a more efficient way of obtaining desired 
information;" and that the examiner's conclusion of obviousness 
in combining the teachings of Narasimhan and Sloane "is vague" 
and "unsupported" by any evidence . 
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We find appellants' arguments insufficient to overcome the 
examiner's reasonable explanation that Narasimhan suggests, at 
column 4, lines 62-65, and column 8, lines 4-13, providing for 
certain geographic- specif ic promotions to consumers. Again, 
appellants do not appear to have addressed the specific teachings 
of Narasimhan, as pointed out by the examiner. Appellants' mere 
assertion that there is no evidence supporting the examiner's 
rationale, or that the examiner's conclusions are "vague," fails ■ 
to point out the error in the examiner's position that Narasimhan 
clearly suggests using geographic-specific promotions. 

Having responded to each and every assertion made by 
appellants in the Request for Rehearing, filed August 6, 2004, 
and finding nothing persuasive therein, we decline to make any 
modification to our decision of July 29, 2004. Appellants' 
request for rehearing is granted to the extent that we have 
reviewed and reconsidered our decision and the evidence of 
record, but the request is denied with respect to making any 
changes therein. 
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No time period for taking any subsequent 
connection with this appeal may be extended ui 
§ 1.136(a) . 



DENIED 




ERROL A. KRASS 
Administrative Patent Judge 




JOSEPH L. DIXON 
Administrative Patent Judge 



BOARD OF PATENT 
APPEALS AND 
INTERFERENCES 



EK/RWK 
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BEFORE THE BOARD OF PATENT APPEALS 
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DAVID W. BANKER, and WILL GARDENSWARTZ 
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Technology Center 3600 



Decided: January 29, 2008 



Before JOSEPH F. RUGGIERO, HOWARD B. BLANKENSHIP, and 
DAVID B. WALKER, Administrative Patent Judges. 

BLANKENSHIP, Administrative Patent Judge. 

DECISION ON APPEAL 

Appellants appeal from the Examiner's rejection of claims 50-89, 
which are all the claims remaining in the application. We have jurisdiction 
under 35 U.S.C. §§ 6(b), 134(a). 

We reverse. /'*'*' 
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/. The Invention 

Appellants' invention relates to systems for delivering incentives and 

related information to consumers via a computer network that links the 

consumers to network sites provided by product retailers and by 

manufacturers. (Spec. 1: 6-10.) Claim 50 is illustrative: 

50. A system for distributing product incentives to consumers over a 
communication network, comprising: 

a cooperative network site configured to store at least one of (i) 
manufacturer incentives to purchase one of a product and a service offered 
by a manufacturer and (ii) retailer incentives to purchase one of a product 
and a service offered by a retailer; 

at least one of a manufacturer network site and a retailer network site 
coupled to said cooperative network site via said communication network; 
and 

a consumer computer coupled to one of said manufacturer network 
site and retailer network site via said communication network, 

wherein said cooperative network site is configured to transmit at least 
one of said manufacturer incentives and retailer incentives to said consumer 
over said communication network, in response to a consumer request made 
over said communication network from one of said manufacturer network 
site and retailer network site. 

II. The References 

The Examiner relies on the following references as evidence of 
unpatentability: 

Sloane US 5,918,211 Jun. 29, 1999 

(filed May 30, 1996) 
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Narasimhan US 6,237,145 Bl May 22, 2001 

(filed Aug. 14, 1996) 

III. Procedural Background 

In a decision by the Board mailed July 29, 2004, the Board reviewed 
the Examiner's rejection of claims 50, 51, 60, 61, 70, 71, 80, and 81 under 
35 U.S.C. § 102(e) as being anticipated by Sloane, and the rejection of 
claims 52-59, 62-69, 72-79, and 82-89 under 35 U.S.C. § 103 as being 
unpatentable over Sloane in view of Narasimhan. The rejection of the 
claims under 35 U.S.C. § 102(e) was affirmed. The rejection of claims 52, 
53, 55-59, 62, 72, and 82 under 35 U.S.C. § 103 was affirmed, pro forma, 
because no substantive arguments on Appellants' part were found in 
response to the rejection. Although there were affirmed rejections, the 
proceeding was remanded to the Examiner to either withdraw the rejection 
of claims 54, 63-69, 73-79, and 83-89 under 35 U.S.C. § 103, or reopen 
prosecution, because the rejection was found to be an improper new ground 
of rejection. 

In a decision on Request for Rehearing (mailed Sep. 30, 2004), the 
Board noted the difficulty in determining the arguments that had been 
presented in opposition to the rejections, as Appellants had filed various 
briefs, and supplemental briefs, which attempted to incorporate by reference 
earlier briefs. The Request was denied to the extent of making any 
modification in the earlier decision of July 29, 2004. 
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Appellants filed an appeal to the U.S. Court of Appeals for the Federal 
Circuit on November 23, 2004. The Court remanded the case to the USPTO 
(Mar. 9, 2005) upon consideration of Appellants' unopposed motion. The 
Board's decision was not a final decision ripe for judicial review. See 37 
C.F.R. § 41.50 (e) (effective Sep. 13, 2004) ("Whenever a decision of the 
Board includes a remand, that decision shall not be considered final for 
judicial review. When appropriate, upon conclusion of proceedings on 
remand before the examiner, the Board may enter an order otherwise making 
its decision final for judicial review."). 

In due course, the Examiner mailed a non-final rejection (Jul. 12, 
2005) that set forth a rejection of claims 63, 73, and 83 under 35 U.S.C. 
§ 103(a) as being unpatentable over Sloane, and a rejection of claims 54, 
64-69, 74-79, and 84-89 under 35 U.S.C. § 103(a) as being unpatentable 
over Sloane and Narasimhan. 

Appellants in response filed the Appeal Brief 1 (Dec. 12, 2005; styled 
as a reply brief), to which the Examiner responded in turn by the (most 
recent) Examiner's Answer mailed March 13, 2006. Finally, Appellants 
filed the Reply Brief in response, on March 17, 2006. 

The Examiner, in the most recent Answer, repeats the rejections set 
forth in the Non-Final rejection of July 12, 2005. In the Examiner's view, 
the instant appeal does not involve claims 50-53, 60-62, 70-72, and 80-82, as 

1 Appellants submit that we should review an earlier rejection under 
35 U.S.C. § 1 12, first paragraph, that was withdrawn by the Examiner and is 
thus not before us. We decline, as did the earlier Board panel, to review a 
rejection that no longer exists and which represents no current controversy. 
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the rejection of those claims was earlier sustained by the Board. The 
rejections are not repeated in the most recent Answer. 

IV. Representative Claims 50, 54 

Claim 54, rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Sloane and Narasimhan, depends from claim 50. To understand claim 
54 thus requires that we understand the limitations of the base claim that 
claim 54 incorporates by reference. Our review of the rejection of claim 54 
also requires that we understand the rejection applied against claim 50 (as 
being anticipated by Sloane), since claim 54 is rejected over the combined 
teachings of Sloane and Narasimhan. 

Appellants have presented arguments in the Appeal Brief that 
convince us of error in the rejection applied against representative claim 54, 
and against all the independent claims rejected under § 102(e) over Sloane. 
We would normally not re-visit a decision by an earlier panel of the Board. 
We will do so, however, in view of the particular circumstances of this case. 
First, as we have noted, we must understand the rejection applied against 
claim 50 to understand the rejection applied against claim 54. Further, as 
the earlier panel noted, the arguments presented to that panel were difficult 
to ascertain because of the multiple briefs and the arguments scattered 
throughout. 2 Still further, we are not reversing the decision of the earlier 

2 Appellants' current Appeal Brief does not purport to incorporate other 
papers by reference, nor should it. See 37 C.F.R. § 41.37 ("Any arguments 
or authorities not included in the brief or a reply brief filed pursuant to 
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panel because, as we have noted, the decision was not a final decision of the 
Board. The Board was free to reconsider the decision in the event that the 
application returned to the Board's jurisdiction. Finally, the record before 
this panel has been supplemented by Appellants' current briefs, and thus 
constitutes a record different from that upon which the earlier panel based its 
determinations. If the case had been returned to the earlier panel, that panel 
might well have decided that the record then before the panel required that 
the earlier-affirmed rejections be reconsidered. 

V. Section 102 rejection over Shane 

The Examiner applies a rejection against all the independent claims 
(50, 60, 70, and 80) under 35 U.S.C. § 102(e) as being anticipated by Sloane 
at pages 7 and 8 of the Non-Final Rejection mailed September 23, 2002, 
repeated at pages 3 and 4 of the Answer mailed March 1 1 , 2003 ("'03 
Answer"). 

Sloane describes a system in which a consumer receives a portable bar 
code scanner (20; Fig. 2a) when entering a retail establishment. Sloane col. 
5, 11. 29-51. When the consumer scans a product, display 34 (Fig. 2a) will 
show the product's price, in addition to showing any promotional 
information available for that product or a related product. Col. 6, 11. 20-25. 
The bar code scanner 20, in conjunction with retailer computer/controller 12 
(e.g., Figs. 5 and 6), will, inter alia, maintain a running total of the 

§ 41.41 will be refused consideration by the Board, unless good cause is 
shown."). 
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purchases made by the user, and enable the user to view the current savings 
on the shopping trip. Col. 6, 1. 64 - col. 7, 1. 3. 

As set forth in the '03 Answer (at 4), the Examiner finds that the 
retailer computer/controller of Sloane is "analogous to" the cooperative 
network site and the sender (16; Fig. 3b) of Sloane is "analogous to" the 
manufacturer. The Examiner reads the claimed "consumer computer" on the 
portable bar code scanning device of Sloane. The "wherein" clause of claim 
50 is deemed to be met by the description at column 7, line 65 through 
column 8, line 7, and at column 8, lines 44 through 48. 

Claim 50 recites, inter alia, wherein "said cooperative network site is 
configured to transmit at least one of said manufacturer incentives and 
retailer incentives to said consumer over said communication network, in 
response to a consumer request made over said communication network 
from one of said manufacturer network site and retailer network site" 
(emphasis added). The statement of the rejection ('03 Answer 4) ends with 
"in response to a consumer request. . .," and does not indicate how the rest of 
claim 50 might be met by Sloane. 

However, the '03 Answer appears to offer an explanation of how the 

language is met, in the "Response to Argument" section. 

[T]he cooperative network site is represented in Col. 7, lines 
15-22 by the on-line computer network (LAN OR WAN). This 
computer network acts as the cooperative network site since 
this addition allows the manufacturer computer system to 
communicate with the retailer computer system. Also, Sloane 
shows that a consumer request can be incorporated into the 
system in Col. 2, lines 17-21. In this case, the consumer 
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requests a promotion/coupon through an on-line computer 
network. Also col. 7, lines 4-15 show that when a consumer 
selects an item (analogous to the consumer request), the sender 
of the promotional information sends the information to the 
retailer computer. In this case, the consumer's request triggers 
the transmittal of the promotional information from the 
manufacturer's system to the retailer's system. 

('03 Answer 11-12.) 
Sloane provides: 

Other methods of issuing electronic coupons or promotions to 
the consumer's frequent shopper electronic account includes 
consumer requested promotion/coupons through the use of their 
home computer and an online computer network, such as, for 
example, the internet. 

Sloane col. 2, 11. 17-21. 

The text at column 2, lines 17 through 21 of Sloane might show that a 
consumer request "can be" incorporated into the inventive system of Sloane, 
but that seems to relate to an inquiry into obviousness. The rejection, 
however, is under § 102 for anticipation. The "other methods" described by 
Sloane in column 2 are in the context of describing the prior art in relation to 
Sloane; i.e., the text at column 1, line 15 through column 2, line 49 describes 
"The Prior Art." 

Sloane further provides: 

FIG. 3a shows the first step of the method according to 
the invention. A retailer 14 designates items that are on sale, or 
offered with some other consumer promotion or message, and 
instructs the retailer computer/controller 12 to offer these 
promotions to the consumer when one of the subject items or 
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related items are selected (i.e., scanned) by the consumer. FIG. 
3 b shows an alternative first step to the method where the 
sender of promotion information 1 6 can be someone other than 
the retailer, such as, for example, the product manufacturer. 
The sender of promotion information 1 6 sends the information 
to the retailer computer/controller 12 via communication line 
200. 

Sloane col. 7, 11. 4-15. 

Anticipation requires the presence in a single prior art reference 
disclosure of each and every element of the claimed invention, arranged as 
in the claim. Lindemann Maschinenfabrik GmbH v. American Hoist & 
Derrick Co., 730 F.2d 1452, 1458 (Fed. Cir. 1984). "[A]bsence from the 
reference of any claimed element negates anticipation." Kloster Speeds teel 
ABv. Crucible, Inc., 793 F.2d 1565, 1571 (Fed. Cir. 1986). 

We do not find any support in Sloane for the Examiner's finding that 
the sender of the promotional information sends the information to the 
retailer computer when the consumer selects an item, or that the consumer's 
request triggers the transmittal of the promotional information from the 
manufacturer's system (16; Fig. 3b) to the retailer's system. For example, 
Sloane 's drawings indicate information transfer between the portable bar 
code scanning device and the retailer computer/controller 12 (e.g., Figs. 5 
and 6), which is separate from the reception by the retailer computer of 
promotion information by sender 16 (Fig. 3b). "Retailer computer/controller 
12 is programmed to receive and store the promotional information sent by 
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retailer 14 or sender 16, and can therefore offer the promotions at the 

appropriate time and to the appropriate consumer." Sloane col. 7, 11. 22-26. 

Nor do we find that Sloane inherently describes the material that the 

rejection attributes to the reference. 

To establish inherency, the extrinsic evidence "must 
make clear that the missing descriptive matter is necessarily 
present in the thing described in the reference, and that it would 
be so recognized by persons of ordinary skill." "Inherency, 
however, may not be established by probabilities or 
possibilities. The mere fact that a certain thing may result from 
a given set of circumstances is not sufficient." 

In re Robertson, 169 F.3d 743, 745 (Fed. Cir. 1999) (citations omitted). In 
Sloane, information is not necessarily transmitted to the consumer in 
response to a consumer request made over the communication network from 
the retailer network site, because retailer computer/controller 12 can already 
possess the information received from sender (or manufacturer) 1 6 when the 
consumer selects an item, consistent with the express disclosure. 

VI. The Rejections 

For the foregoing reasons in Section V, Sloane fails to provide 
sufficient support for the Examiner's finding of anticipation with respect to 
independent claim 50. Each of the other independent claims (60, 70, and 
80), rejected under § 102(e) over Sloane, contains substantially the same 
limitations of claim 50 that we consider to be not met by the reference. 
Because the remaining rejections do not remedy the basic deficiency in the 
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rejection applied against the independent claims, we cannot sustain any 
rejection on appeal. 

CONCLUSION 

The Examiner's rejections of claims 50-89 over the applied prior art are 
reversed. 

REVERSED 



Pgc 



NEIFELD IP LAW, PC 
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UNITED STATES PATENT AND TRADEMARK OFFICE 



BEFORE THE BOARD OF PATENT APPEALS 
AND INTERFERENCES 



Ex parte MICHAEL C. SCROGGIE, DAVID A. ROCHON, 
DAVID W. BANKER and WILL GARDENSWARTZ 



Appeal No. 2002-0329 
Application No. 09/505,632 



MAILED 



OCT 2 7 2003 



Before KRASS, JERRY SMITH and RUGGIERO, Administ rative Patent 
Judges . 

KRASS, Administrative Patent Judge . 



DECISION ON APPEAL 

This is a decision on appeal from the final rejection of 
claims 24-31, 34, 36-43, 46, 48 and 49. 

The invention maintains a database of manufacturer offers 
and retailer special deals at a cooperative network site where 
consumers can access at least a subset of the data in the 
database from any manufacturer or retailer network site. 

-1- 
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Accordingly, it makes little difference which site, whether 
manufacturer or retailer, that the consumer is logged in to when 
initiating the request since the data is received directly from 
the cooperative site. The result is that manufacturer offers and 
retailer special deals are exposed to many more consumers. 



Representative independent claim 24 is reproduced as 
follows : 

24. A computer network implemented method, comprising the 
steps of: 

transmitting from a consumer computer over the Internet to a 
Web site of a manufacturer a request for manufacturer incentives 
to purchase one of a product and a service offered by said 
manufacturer; 

in response to said request for manufacturer incentives, 
transmitting region data from said Web site of said manufacturer 
over the Internet to a remote Web site; 

in response to receipt of region data at said manufacturer's 
Web site, transmitting from said remote Web site to said Web site 
of said manufacturer at least one manufacturer incentive and at 
least one name and address of a retailer; and 

transmitting from said Web site of said manufacturer over 
the Internet to said consumer computer said at least one 
manufacturer incentive and said at least one name and address. 



The examiner relies on the following references: 

Smolen 5,915,243 Jun. 22, 1999 

(filed Aug. 29, 1996) 
Sloane 5,918,211 Jun. 29, 1999 

(filed May 30, 1996) 
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Hoffman et al . (Hoffman) 6,012,039 Jan. 4, 2000 

(effectively filed Aug. 29, 1996) 

Claims 28, 34, 40 and 46 stand rejected under 35 U.S.C. 
§ 102(e) as anticipated by Sloane. 

Claims 24-27, 29-31, 36-39, 41-43, 48 and 49 stand rejected 
under 35 U.S.C. § 103. As evidence of obviousness, the examiner 
cites Sloane and Hoffman with regard to claims 24, 25, 27, 29, 
36, 37, 39, 41, 48 and 49, adding Smolen to this combination with 
regard to claims 26, 30, 31, 38, 42 and 43. 

Reference is made to the briefs and answer for the 
respective positions of appellants and the examiner. 

OPINION 

Turning, initially, to the rejection under 35 U.S.C. 
§ 102(e), an anticipatory reference is one which describes all of 
the elements of the claimed invention so as to have placed a 
person of ordinary skill in the art in possession thereof. In re 
Spada , 911 F. 2d 205, 15 USPQ2d 1655 (Fed. Cir. 1990). 

It is the examiner's position that Sloane discloses, at 
column 7, lines 5-10, the transmission from a consumer computer 
of a request for manufacturer incentives; at column 7, lines 13- 
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22, the transmission of region data from the webs 
manufacturer in response to the request for- manufacturer 
incentives; at column 7, lines 22-26, transmissii 
website to the manufacturer website at least one 
incentive and at least one name and address of a : 
response to receipt of region data at the manufac 
and, at column 7, lines 36-40, updating a manufac: 
incentive database. 

The examiner also cites column 8, lines 3-7, 
part of the rationale for the rejection. 

The examiner contends that it is inherent to 
graphical image data corresponding to manufacture: 
because Sloane does disclose that his communicati* 
an online computer network or the Internet (column 
22) -See answer-page 4. 

It is appellants' view that although Sloane 
processing incentives between a retailer, or product 
manufacturer, and a. retailer computer/controller J.2 over a 
communication network 200, Sloane does not disclose or suggest 
distributing product incentives to consumers over the internet 
(principal brief-page 7) . Furthermore, argue appellants, "the 
communication sequence defined by the present invention is 



from a remote 
Manufacturer 
etailer in 
urer's website; 
urer' s 

of Sloane as 

include 

incentives 
n line can be 
7, lines 18- 

does disclose 
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clearly a request-response transaction involving th: 
entities, namely, a consumer computer, a rnanufa* 
and a remote website, using a request-response < 
protocol" (reply brief-page 2) . 

We agree with appellants that the subject matt 
independent claims 28 and 40 is not anticipated by 
claims clearly call for a transaction involving mu|l 
entities, i.e., transmission from a consumer to a 
website, transmission from the retailer website to 
website, and transmission from the remote website 
website, of a list of manufacturer incentives. Fi 
retailer website transmits to the consumer a list 
incentives . 

In Sloane, there is no middle-man communicat 
are communicated to the consumer by either the ret|a 
another sender of information, e.. g., the manufact' 
no transmission from a retailer website to a remot|e 
response to an inquiry from a consumer to the reta 
The examiner identifies Figure 3b of Sloane, indi 
sender of promotion information, 16, is indicative 
website ." 



ree distinct 
website, 
ication 

er of 

Sloane. These 
tiple separate 
retailer 

a remote 
to the retailer 
nally, the 
of these 

Incentives 
iler or 
er. There is 

website in 
ler website, 
ting that the 
of a "remote 
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the 



The sender of promotion information 16 in SL 
sent from a remote site, e.g., the manufacturer, 
information is communicated as an alternative to 
supplying incentive information. Moreover, this 
in Sloane, does not provide information 'in respon|s< 
of said request at said Web site of said retailer 
by the claims . 

Accordingly, we will not sustain the reject 
and 40 under 35 U.S. C. § 102(e). 

With regard to claims 34 and 46, these claims 
broader in scope. They do not recite the separate 
of claims 28 and 40. In fact, claims 34 and 46 
transmission from a manufacturer to a remote Web s 
manufacturer incentive data, and then updating the 
incentives database, including graphical image 
to the manufacturer's incentives. 

Sloane clearly teaches, in Figure 3b, communi 
manufacturer incentive data from the manufacturer 
site. The sender of promotional information, 16, 
manufacturer (column 7, lines 11-13) and the info: 
to the consumer, at the retail computer 12, the r< 
12 being remote from the manufacturer. 



data 



is, indeed, 
However, this 
retailer 
te site 16 
e to receipt 
" as required 



ion of claims 28 



are a bit 
communications 
ely require a 
ite regarding 
manufacturer' s 
corresponding 



eating 

to a remote Web 
nay be a 
ation is sent 
ail computer 
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datat as 



imac e 



Clearly, the information in Sloane is sent 
(column 7, line 22) . When the manufacturer transrcji 
information to computer/controller 12, the informat 
an "update" of the manufacturer's incentives 
examiner calls this feature "inherent" and we wouljd 

The only limitation of claims 34 and 4 6 not 
implicitly, disclosed by Sloane is ""graphical 
corresponding to said manufacturers incentives." 
calls this a * traditional practice to present data 
graphical user interface which presents graphical 
(answer-page 4), and holding such a disclosure in 
inherent . 

Appellants' position is that Sloane does not 
updating a manufacturers incentives database stor 
defining manufacturers incentives including graph. 



r the internet 
ts this 

ion is clearly 
e . The 
agree . 

icitly, or 
data 
The examiner 

using a 
image data" 
Sloane to be 



expli 



corresponding to the manufacturers incentives with| the 
manufacturer incentive data (principal brief-page 10) . While it 
may be * traditional" to present data using a graphlical user 
interface which presents graphical image data over the internet, 
"this in-and-of-itself does not teach nor suggest storing data 
defining manufacturers incentives including graphical image data 



disclose 
data 
1 image data 



mg 



ica. 
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"traci 



ch 



corresponding to the manufacturers incentives, as 
invention" (principal brief-page 10) . 

Since appellants do not deny that it is 
present data using a graphical user interface whi> 
graphical image data over the internet and Sloane 
discloses storage of data defining manufacturers i 
updating such information in a remote site via the 
will sustain the examiner's rejection under 35 U.£ 
since the consumer using the retailer computer/cor 
using a graphical user interface (GUI) to interfac 
incentives information stored therein. 

While we have sustained the rejection of cla 
under 35 U.S.C. § 102(e), because appellants have 
us of error in the examiner's reasoning, it is our 
rejection would have been stronger had it been ma< 
35 U.S.C. § 103 since, while not explicitly shown 
would have been obvious for the consumer to inter, 
retailer computer/controller via a GUI regarding 
manufacturers incentives. In any event, it would 
obvious to store the incentives 11 including graphii 
since, as admitted by appellants, it is "traditioi 
data using a GUI. 



in the claimed 



tional" to 
presents 
clearly 
ncentives by 

internet, we 
.C. § 102 (e) 
troller will be 
e with the 

34 and 4 6 
not convinced 
view that the 
under 
by Sloane, it 
with the 
available 
have been 
1 image data" 
1" to present 



the 
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With regard to the rejections under 35 U.S.C. § 103, we will 
not sustain these rejections because each of the independent 
claims 24, 36, 48 and 49 includes limitations similar to those in 
claims 28 and 40, i.e., transactions involving multiple separate 
entities, wherein there is transmission from a consumer to a 
retailer website, transmission from the retailer website to a 
remote website, and transmission from the remote website to the 
retailer website, of a list of manufacturer incentives. Finally, 
the retailer website transmits to the consumer a list of these 
incentives. As explained supra , Sloane is devoid of any such 
teaching. Moreover, neither Hoffman nor Smolen provides for this 
deficiency of Sloane. Accordingly, the examiner has not made out 
a prima facie case of obviousness with regard to the subject 
matter of claims 24-27, 29-31, 36-39, 41-43, 48 and 49 and we 
will not sustain the rejection of these claims under 35 U.S.C. 
§ 103. 

CONCLUSION 

We have sustained the rejection of claims 34 and 4 6 under 
35 U.S.C. § 102(e) but we have not sustained the rejection of 
claims 28 and 40 under 35 U.S.C. § 102(e) or the rejection of 
claims 24-27, 29-31, 36-39, 41-43, 48 and 49 under 35 U.S.C. 
§ 103. 
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Accordingly, the examiner's decision is af f irmed-in-part . 

No time period for taking any subsequent action in 
connection with this appeal may be extended under 37 CFR 
§ 1 . 136 (a) . 



AFFIRMED- IN- PART 
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